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The ongoing COVID-19 pandemic has
profoundlyreshaped the globalbusiness
landscape. Some companies thatonly months
ago seemed unstoppably profitable have been
broughtto an existential brink by extended
lockdowns, supply chain failures, and other
obstacles caused by the pandemic. Other
companies who have experienced less
disruption (orinsome cases windfalls) stand
at thethreshold of opportunity even as they
prepare themselves for the challenges of the
"new normal”.

In thisnew landscape, we expect to see an increase in
bankruptcy filingsand companies experiencing insolvency
difficulties. Such companiesmay seekto renegotiate current
businessarrangementswith third parties, restructure or
liguidate key assetsto enable them to weather the storm and
eventually returnto profitability.

However, insolvent partiesare not the onlyoneswho will be
affected by the anticipated uptickin bankruptcy filings.
Creditorswill pursue strategiesto recover asmuch oftheir
debtaspossible. Similarly, the license partnersof insolvent
companieswill seekto preserve their rightsto use licensed
intellectual property amidst the uncertainty of bankruptcy.
Likewise licensorswill wantto ensure royalty paymentsare
collected and optimized. Lastly, shrewd third partiesmay find
opportunitiesto bid onand acquire intellectual property assets
that wouldn't ordinarily become available.

Each of these partieswill need to understand the unusual
rulesof intellectual property licensesin insolvency
proceedingsin order to effectively approach therisksand
opportunitesposed by thisdaunting new landscape. T his
guide presentsanswersto some of the most common IP
licensing issuesarising in insolvency proceedingsin sixteen
key jurisdictions— induding notably the United Kingdom,
where recentinsolvency legislation hasintroduced significant
reformsto the insolvency processand the treatment of
intellectual property in such proceedings.

What does the applicable law provide regarding the
treatment of IP licenses ininsolvency proceedings?
What are the general principles of the treatment of
IP license agreements? Is there a difference
depending on the type of proceeding? What are the
law s governing the treatment of IPlicense
agreements in insolvency proceedings?

Are contractual provisions automatically terminating
licenses or automatically transferringlicensed IPR
tothe licensee by virtue of insolvency valid

and enforceable?

What does this practically mean for licensors and
licensees? Does a license agreement remain valid
during an insolvency proceeding? Is thetrustee or
receiver obligedto performthe obligations under a
licenseagreement? Whatcan a licensee doto protect
its right to usethe licensed IPR? Can a licensor
prevent a trustee or receiver fromsellingthe insolvent
licensee'srights under a license agreement?

Are there differences regarding trademark,
copyright and patent licenses?

Is there ariskin transferringlicensedIPR to a third
party in anticipation of aninsolvency?

Disclaimer: The foregoing is a high-level overview of general principles and should not be relied on without getting legal advice regarding a particularsituation, as thefacts are often critical to the determination of
these issues, particularly where there is judicial discretion. Inaddition, in many cases local courts are called upon to decide some issues under foreign laws, which oftenapply tomany IP license agreements.
Equally, multinational versus purely local insolvency proceedings can add a layer of conplexity.

©2020 Baker & McKenzie. Report createdin May 2020. Please see disclaimeron page 2



England & Wales

France

Germany

ltaly

’
Russia
- 4 ‘ L

A8 Spain

Switzerland



SUMMARY EMEA AMERICAS PRACTICAL GLOSSARY CONTACTS

CONSIDERATIONS

% England & Wales E g EE B

What does the applicable law provide a. What are the general principles of the treatment of IP license agreements ininsolvency proceedings? Is there a
regarding the treatment of IP license difference depending on the type of proceeding (e.g., a court-appointed receiv ership, a bankruptcy, a

.. . . restructuring, etc.)?
agreements in insolvency proceedings in _ _ _ _ » _ _
the UK? The insolvency of a UK incorporated licensor will not usually affect the validity of an IP license and would not resultin an

automatic termination of an IP license.

The overall positionof IP licensesneedsto be assessed inlight of the Corporate Insolvency and Governance Act (the " CIG
Act") which was introduced asa bill into the UK Parliament on 20 May 2020, and came intoforce on 26 June 2020.The CIG
Act effects significant changesto UK insolvency lawin a number of areas, includingin relation to ipsofacto clauses (termination
by reason of insolvency).

Section 14 of the CIG Actintroducesa new section into the Insolvency Act 1986 which will restrict the operation of such clauses
in contractsfor the supply of goodsor services where a company entersinto an "insolvency procedure" (e.g. theimplementation
of a CVA or a company going into administration orliquidation). The CIG Actdoesnotinclude a definition of a "contract forthe
supply of goodsor services' butthe meaning ispotentially broad. While each agreement would need to be assessed on a case-
by-case basis, asa matterof ordinary language, a contract to supply serviceswould be capable of including a contract under
which one party agreesto allow another party to take use of IP rights. There also seemsto be a good argument that it was
within the intended policy of the legislation to preclude the operation of ipso facto clausesin relation to such agreements, since
the continued ability to use IP rightsmay be essential to the ability to restructure a company.

On the assumption therefore thatan IP license would be in scope of such provisions, there would be a prohibition on the termination of
an IP license or 'doing any other thing' (e.g. amending payment terms) in respect ofthat contract, simply by reason of the company
enteringintoan 'insolvency procedure' (even where the IP license givesa termination right inthose circumstances). Other g rounds of
termination (i.e. thatare not based on insolvency, such asnon-payment) may still be utilised, iftriggered following the entryof the
Licenseeintoaninsolvencyprocedure and it should be noted that the legislation incorporates"late triggers' meaning a Licensoris
largely restricted from taking action at the pointat which its Licensee issubjectto a formal insolvency procedure of one sort or another
but not prevented from terminating (ifthe IP License allowsit) at earlier signsof financial distressor insolvency.

There are some limited circumstancesin which a UK insolvency office holder appointed to manage a liquidation can "disclaim” the
termsof a license (where the property isan unprofitable contractorisunsaleable). Equally, ifan insolvency professional disregarded
the termsof the license inbreach ofitsterms, the remedyin damagesfor the licensee may, in practical terms, be worthless asthat
claimwould rankasan unsecured claiminthe licensor's estate, in respect of which any recoverieswould be low/minimal.
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What does the applicable law provide b. What are the laws gov erning the treatment of IP license agreements in insolvency proceedings?

regarding the treatment of IP license In the UK, there isno express statutory provision that dealsspecifically withthe impact of insolvency on IP licenses, and IP
agreements in insolvency proceedings in licensesare treated in the same way as other contractsof an insolvent UK entity.

the UK? In the absence of any contractual provisionsin the IP license dealing withinsolvency, the UK insolvency of the licensor or the
appointmentof an insolvency office holderwould not resultin the automatic termination of an IP license granted by the UK
licensorto a licensee. Generally, the key objective of any UK insolvency office holderisto eitherrealize the assets ofthe
licensor forthe maximumamountpossible orachievethe survival of the licensor. If preservation of the license isnot consi dered
to be in the best interestsof the insolvent estate, the insolvency office holder could:

a. terminate the license (if there isa contractual rightallowing them to do so);

b. cause the insolvent entity to repudiate or decline to perform, i.e., breach the license (giving rise to an unsecured and
potentially valuelessclaim to the licensee fordamagesfor breach of contract); or

c. ifthe companyhasappointed a liquidator, "disclaim” the license (the risk of the license being disclaimed islimited only
to a company that hasentered into liquidation); disclaimerisnot available in an administration. A liquidator only has
the powerto disclaim "onerousproperty.” Onerousproperty is(i) any unprofitable contract and (ii) any other property
of the company thatisunsalable,not readily saleable, orissuch thatit may give rise to a liability to pay money or
perform any otheronerousact.

The disclaimer of onerousproperty only operatesto determinethe rights, interestsand liabilitiesof the company (i.e., the
licensor)inthe license, and it servesto release the company from itsliabilities. However, it doesnot affect the rightsorliabiliies
of anotherperson or counterparty to a contract (i.e., the licensee). Thismeansthat if the licensor'sliquidator disclaims the
license, the licensee neverthelessretainsthe rightto use anylicensed IP, asthe disclaimeronly operatesto release the
insolvent company from itsobligationsand doesnot affect the rightsof the licensee. Furthermore, where a liquidator disclaims
an IP license, an entity with an "interest" in the IP in question (e.g., an exclusivelicensee) can appeal to the court to ha ve the
property vested initas pers 181 of the Insolvency Act 1986.

However, despite the fact thatit should be possible asa matter of law foran IP license to survive the insolvency of a UK
licensor, there isvery limited actual authority of thisbeing tested in UK courts.
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Are contractual provisions automatically Where the licensee isin administration, the administration moratorium preventsthe exercise of security or proprietary rightsover

terminating licenses (and distribution assets.
agreements) or automatically transferring Underthe CIG Actanew freestanding moratorium will shortly be introduced which could also be used to give a licensee short-
licensed IPR to the licensee by virtue of term breathing space. While the new moratorium issimilarin scope to that which appliesin administration, the administratio n

. . moratorium ismore powerful asthere are a number of notable exceptionsto the "payment holiday" provided under the
an act of 'nSOIVenCy valid and standalone moratorium, including the requirementthat financial debt must continue to be met. Underthe new moratorium, the
enforceable, having regard to anti- directorswill remainin control of the company, albeitoverseen by an insolvency practitioner acting asthe "monitor".

deprivation rules? See discussion in Question 1 above in relation to the ability of a Licensorto rely on contractualrights of termination.

If the license containsexpress contractual provisionsthat automatically assign the licensed IPR to the licensee upon insolv ency,
thenitislikely valid and enforceable. A provisionof thiskind would need to be considered carefully, and any purchase pri ce
would need to be setatan arm'slength amount to avoid falling foul of the anti-deprivation principle. Thisprovision would also
need to contain an irrevocable power of attorney infavor of the licensee so that it can take all of the steps necessary to p erfect
the assignment back

What does this practically mean for a. Doesalicense agreementremainvalidduringaninsolvencyproceeding?

licensors and licensees? Yes, alicense agreementwould remain valid duringan insolvency proceeding, subject to contrary contractual provisions(as
discussed above). The Insolvency Act 1986 doesnot provide forthe automatic termination of IP licenseson insolvency. See
above commentary forwhen an insolvency professional might disregard or "disclaim”a license.

b. Isthe trustee or receiver obliged to perform the obligations under alicense agreement?

In practical terms, no. If the insolvency professional caused or allowed the insolvententity to repudiate or decline to perform,
i.e., breach the license, thiswould likely giverise to an unsecured and potentially valuelessclaim to the licensee fordam ages
for breach of contract.
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What does this practically mean for c. Whatcana licensee do, ifanything, to protectits right to use the licensed IPR?
licensors and licensees? Record the license

For IP thatisregistered in the UK, a licensee can record theirinterest aslicensee with the IP Office. A license thatisregistered
in thisway will be binding on any successor in title to the UK registered IP right. If the license isnot registered at the IP Office, a
license granted by the owner of a UK registered IP right will still bind any successor in title to the UK registered IP, exce pta
purchaser of those rights who buys them for good value, ingood faith and without notice of the license. Thismeansthat, if an
insolvency office holder wasto try to sell on the registered IP to another party as part of eithera going concern sale of the
business and assets or a break up sale, as long as(i) the license had not been disclaimed orterminated and (ii) eitherthe new
owner has actual notice of the license orthe license isrecorded on the public register, then the new owner of the UK registered
IP right would be bound by the termsofthe license. The position inrelation to rightsregistered in other countriesbut whi ch are
licensed by an insolvent UK licensorwould depend on thelocal rulesaround registration of licenses.

Contractual considerations
= Include clausesin the license which stipulate thatany transfer of the rightsby the licensorissubject to the license;
= Seekto limitany contractual rightsof the licensorto terminate thelicense, including on insolvency of either party;

. Include in the license a pre-emption right oran optionforthe licensee to buy the IP, exercisable on certain pre -insolvency
eventssuch asfailure to pay renewal feesforthe IP; or

Ll Include clausesin the license such thatif the licensorbecomesinsolvent, thelicense willbecome perpetual androyalty -
free. Thisis suitable in instanceswhere the license isof rightscreated specifically for a particular business(e.qg.,
customized software).

Structural/pricing considerations
= The licensee could seeka parent company or directors personal guarantee of the licensor'sobligationsunderthe license.

= Take the benefit of security overthe IP. The registration of the security interest on the relevant IP register orat Companies
House may have the effect of puttinga new licensee or buyer on notice of the existing license, and dissuade them from
engaging withthe office holderin breach of the disclosed license.
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What does this practically mean for
licensors and licensees?

Are there differences regarding
trademark, copyright and patent licenses,
noting any exceptions, e.g., mandatory
licensing or standard essential patents?

Is there arisk in transferring licensed IPR
to a third party in anticipation of an
insolvency?
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Ll The license couldbe structured so that a bullet paymentismade at the end of the license period. In practical terms, this
may persuade an insolvency office holderto hold off terminating the license until the office holderisable to receive the
payment forthe benefit of the creditors.

= Using an escrow arrangement, the licensorwould assign the licensed IP to an escrow agent, forthe escrow agentto hold
on trust. The escrow agent, via an escrow agreement between the escrow agent, licensee and licensor, would hold the IP
on trust for the licensee and the licensor on the basisthat, on the insolvency of the licensor, the escrow agent would
transfer the IP to the licensee. Escrows are not commonly used otherthan in the context of software, where partiesdo
sometimesput the source code into escrow for release on insolvency. Even in instanceswhere partiesset up an escrow
arrangement, they rarely have the disciplineto use it effectively asit requiresregularupdatesto the source code being
held.

d. Can alicensorpreventatrustee orreceiver from selling or transferring the insolventlicensee's rights under a
license agreement?

Thiswould be determinedby the termsof the contract and itsgoverning law. There isno over-arching principle that would
override those terms.

No.

There isarisk in thatthistransaction would be considered asa transaction defrauding creditorsunders 423 1A 1986. This is
because it has broad application anddoesnot require the company to be insolvent.

A transaction defrauding creditorsisestablished if (i) the IPRis transferred at an undervalueto the third party and (ii) the
purpose of thistransaction isto put assets beyond the reach of a person who is making ormay make a claim against the
company, orto otherwise prejudice a person'sinterestin relation to such a claim. Further, ifthe licensorwentinto an insolvency
process, the office holder can challenge and review transactionsthat leadup to the insolvency. There isalso arisk (on similar
groundsas the s 423 offense above) that a transaction entered into during the two yearsbefore the onset of insolvency could
potentially be challenged asa transaction at an undervalue unders238 1A 1986.
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What does the applicable law provide
regarding the treatment of IP license
agreements in insolvency proceedings in
France?

Are contractual provisions automatically
terminating licenses (and distribution
agreements) or automatically transferring
licensed IPR to the licensee by virtue of
an act of insolvency valid and
enforceable, having regard to anti-
deprivation rules?

What does this practically mean for
licensors and licensees?
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a. What are the general principles of the treatment of IP license agreements ininsolvency proceedings? Is there a
difference depending on the type of proceeding (e.g., a court-appointed receiv ership, a bankruptcy, a
restructuring, etc.)?

Under French law, licensed IP rightsfall into the insolvency estate, regardless of the type of proceeding.
b. What are the laws gov erning the treatment of IP license agreements ininsolvency proceedings?

There are no specific provisionsregarding the treatmentof IP license agreements. The general provisionsof the Commercial
Code oninsolvency proceedingswill apply.

9
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Itisnot possible to provide foran automatic termination of the agreement or an automatic transfer of the licensed IPR expl icitly

because of the insolvency of a party.

However, itis possible to include provisionsin an IP license agreement providing for an obligation to renegotiate the agree ment

ifits performance becomesexcessively onerousforthe licensee due to unforeseeable events. A right of first refusal of the
licensed IPR or promise to sell the licensed IPR could be included in the agreement. However, the validity of such provisions
and theirwording should be checked in eachindividual case.

a. Doesalicenseagreementremainvalidduring aninsolvency proceeding?

The trustee isin a position to decide on the fate of the license agreement by exercisingthe right to choose whetherongoing
contractual relationshipsshould continue to be fulfilled by both of the partiesorterminated.

If the trustee opts forthe continuation of the license agreement, the agreement will remainvalid and enforceable under the
same terms and conditions.

Ifthe trustee decidesto terminate thelicense agreement, the contracting party will be entitledto seekdamagesforthe loss

incurred because of the termination. However, the claim fordamagesdoesnot benefit from any priority and hasto be filedin the

insolvency proceedings.
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What does this practically mean for b. Isthe trustee or receiver (acting for licensee or licensor) obliged to perform the obligations under a license

licensors and licensees? agreement? _ _ _ o -
The trustee has the right to terminate the license agreement. In thiscase, both partieswill be released from their obligations.

As indicated above, if the trustee optsforthe continuation of the license agreement, the trustee, asthe contracting party, willbe

obligedto perform the obligationsstemming from the agreement, underthe same termsand conditionsasapplicable priorto the

opening of the insolvency proceedings.

c. Whatcanalicenseedo,ifanything, to protectits right to use the licensed IPRagainstaninsolvencyoflicensor?

Atthe moment, neitherlegislation nor case law providesa watertight solution for the licensee to protectitsrightsto use the

licensed IPR against the insolvency of the licensor. However, different contractual provisionscould be includedin the licen se

agreement, such asthe grant of a usufruct to the licensee, a promise to sell the licensed IPR ora right of first refusal. T he

effectivenessof such provisionsand theirwording should be checked in eachindividual case.

For software, escrow provisionsare recommendedin orderto preserve access to the source code.

In any case, the potentialinsolvency of the licensor should be addressed in the license agreement.

d. Can alicensorpreventatrustee orreceiverfromselling or transferring the insolventlicensee's rights under a
license agreement?

Contractual provisionsthat restrict or prohibit the sale of an asset remain generally validin the case of a sale of isolate d assets,

but generally do notremain validin the case of a sale of the whole businessof the company. The effectivenessof such

provisionsshould be assessed in each individual case.

Are there differences regarding Trademarks, patents, designsand copyrights, and the according rightsto use those IPRs, are valuable assetsin the sense of

trademark Copyright and patent licenses French insolvency law and fallinto the insolvency estate. Due to their character aspersonal rights, several special provisions
. ' : ’ apply to copyrights, e.g., moralrightsare excluded from the insolvency estate. The French IP Code containssome specific

noting any exceptions, e.g., mandatory provisionsaimed at protecting the authorinthe case of insolvency of publishersoraudiovisual producers.

licensing or standard essential patents?

ROECENN ARERS R[Nzl Yes Thereisarisk thatthe transfer may be challenged and annulled.
to a third party in anticipation of an
insolvency?
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What does the applicable law provide
regarding the treatment of IP license
agreements in insolvency proceedings in
Germany?

Are contractual provisions automatically
terminating licenses (and distribution
agreements) or automatically transferring
licensed IPR to the licensee by virtue of
an act of insolvency valid and
enforceable, having regard to anti-
deprivation rules?

What does this practically mean for
licensors and licensees?
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a. What are the general principles of the treatment of IP license agreements ininsolvency proceedings? Is there a
difference depending on the type of proceeding (e.g., a court-appointed receiv ership, a bankruptcy, a
restructuring, etc.)?

Under German law, licensed IP rightsfall into the insolvency estate.

The trustee isin a position to decide on the fate of the license since they have the right to choose whetherthe contractual
relationship should continue to be fulfilled; the trustee hasthe option to fulfilla contract of the insolventparty themsel ves,
demand performance fromthe contractual partnerorrefuse performance.

There isone exception; where a license agreement hasbeen "fully performed" by both partiesaccordingto German insolvency
law, the trustee cannot decide whetherthe contractual relationship should continue to be fulfilled. However, the assessment of
whetherthe license agreementistherefore insolvency-proof dependson the circumstancesof each case.

Atthe moment, neitherlegislation nor case law providesgeneral guidance on making a license agreement insolvency -proof.
Several attemptsto introduce legislation to thiseffect have failed so far.

b. What are the laws gov erning the treatment of IP license agreements ininsolvency proceedings?
The treatment of IP licensesfollowsSec. 35 and Sec. 103 et seq. of the German Bankruptcy Code (InsO).

Itis not possible to provide foran automatic termination of the agreement explicitly because of the insolvency of a party.

However, one could include provisionsin an IP license agreement that provide for an automatic termination of the agreement
due to its continuation being unreasonable forthe licensee, combined with an automatic transfer of the licensed IPR to the
licensee. Dependingon the individual circumstances, the insolvency of the licensor and the decision of the trustee not to
continue the agreement could be regarded asrendering the continuation of the agreement unreasonable for the licensee.
However, the validity of such provisionsand theirwording shouldbe checked in each individual case.

a. Doesalicenseagreementremainvalidduringaninsolvencyproceeding?

Yes, a license agreement remainsvalid and enforceable ifthe trustee choosesto either fulfilla contract of the bankrupt pa rty
themselvesordemand performance from the contractual partner. If the trustee choosesto refuse performance, the license
agreement doesnot lapse but claimsunder the agreement are notenforceable for the duration of the insolvency proceedings. In
thiscase, the solvent party hasclaimsfordamagesthat canbe enforced accordingto the German ruleson insolvency proceedings
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What does this practically mean for b. Isthe trustee or receiver (acting for the licensee or licensor) obliged to perform the obligations under a license

licensors and licensees? agreement?
No, the trustee has the right to choose whetherthe contractual relationship should continue to be fulfilled by both parties orto
refuse performance.

c. Whatcanalicenseedo,ifanything, to protectits right to use the licensed IPRagainstaninsolvency of the
licensor?

Atthe moment, neitherlegislation nor case law providesa watertight solution for the licensee to protectitsrightsto use the
licensed IPR against an insolvency of the licensor. However, different optionsare being discussed, such as the grant of a
usufruct to the licensee. In any case, the potential insolvency of the licensor should be addressed in the license agreement.

d. Can alicensorpreventatrustee orreceiver from selling or transferring the insolventlicensee's rights under a
license agreement?

If the trustee decidesto continue the agreement,the contractual provisionsof the license agreementgovern the transfer of
rightsunderthe agreement. Thus, if the agreementprohibitsthe selling ortransfer of rightsunderthe agreement, the trustee
cannot deviate fromthis. If the agreement allowsthe transfer, the trustee can do so.

In addition, if the trustee refusesperformance, they are bound by the contractual provisions. However, even if the license
agreement allowsthe transfer of the licensee'srights, since in thisconstellation claimsunder the agreement are not enforc eable
for the duration of the insolvency proceedings, a transferis not possible.

Are there differences regarding Trademarks, patents, designs, utility modelsand copyrights, and the rightsto use those IPRs, are valuable assetsin the sense
trademark Copyright and patent licenses of German insolvency law and fallintothe insolvency estate. Due to their character aspersonal rights, several special
noting any,exceptions e.g., mandatory Bl provisionsapply to copyrights, e.g., moralrightsare excluded from theinsolvency estate.

licensing or standard essential patents?
AQECENS SRS C NI co -3 8 Yes Thereisarisk thatthe transfermay be contested and that the third party may have to transfer the licensed IPR backto the

to a third party in anticipation of an respective party.
insolvency?
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What does the applicable law provide
regarding the treatment of IP license
agreements in insolvency proceedings in
Italy?

Are contractual provisions automatically
terminating licenses (and distribution
agreements) or automatically transferring
licensed IPR to the licensee by virtue of
an act of insolvency valid and
enforceable, having regard to anti-
deprivation rules?

a. What are the general principles of the treatment of IP license agreements ininsolvency proceedings? Is there a
difference depending on the type of proceeding (e.g., a court-appointed receiv ership, a bankruptcy, a
restructuring, etc.)?

Intellectual property rightsare considered important intangible assets that can be monetized to meetthe legitimate expectations
of creditors. In principle, all those rightsenterthe insolvency estate except formoralrights. Thus, IP licensesare also subject to
insolvency proceedings.

Under Italian law, there are different typesof insolvency proceedings, dependingon (i) the purpose they intendto achieve
(preservation of the company orliquidation of itsassets), (ii) the mannerin which they intend to achieve these purposes(by an
agreementwith creditorsor by a procedure imposed on the debtor) and (iii) the size or nature of the businessin crisis. One
common feature inall of these proceedingsisthe deprivation of some of the autonomy of the debtor, such as the insolvent's
temporary inability to dispose of assets and the temporary appointment of a person in charge of managing the debtor's
business. Thiscommon feature fully extendsitseffects to IP license agreements.

b. What are the laws gov erning the treatment of IP license agreements ininsolvency proceedings?

The treatment of IP license agreementsin insolvency proceedingsisnot explicitly regulated by Italian law. Therefore, reference
ismade more generally to the ItalianInsolvency Law, mainly consisting of Royal Decree No. 267 dating backto 1942 and
significantamendmentsin recent years, with a combined reading of the Italian Industrial Property Code (Legislative Decree No.
30 of 10 February 2005), the Italian Copyright Law (Law No. 633 of 22 April 1941) and the Italian Civil Code,dependingon the
intellectual property right involved.

According to the general principle of contractual freedom, an IP license agreement (or a distribution agreement) may be
terminated by either party in the event of insolvency if such a circumstance hasbeen provided forasan express termination
clause within the agreement itself. That being said, contractual clausesproviding forautomatic termination in the case of a
bankruptcy or receivership (concordato preventivo) procedure of either party are ineffective vis-a-viscreditorsand
unenforceable against receivers, in the context of an insolvency proceeding (article 72, paragraph 6 of the Italian
Insolvency Law).

Clauses automatically transferring the licensed IPRsto the licensee in the case of the licensor'sinsolvency will be conside red
valid and effective perse, but the transfer may be objected by the trustee and may fall within a revocation actionif itimp acts
negatively on the economic value of the insolvent licensor'sestate: in otherwords, if the transfer does not occurunderthe
umbrellaof an operation made at market conditionsand with a payment fully in line with these conditions.
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What does this practically mean for a. Doesalicense agreementremainvalid during aninsolvencyproceeding?

i i f e appointed trustee will have a right of choice, which meansthat the performance of the license agreementwill remainon
licensors and licensees? Th ted trust Ilh htofch hich that the perf fthe twill

hold untilthe trustee, having obtained the authorization of the creditors committee, declareseitherto take overthe agree ment
on behalf of the bankruptcy by assuming all of the relevantobligations, orto withdraw from it.

Inthe absence of such a declaration, the counterparty in the license agreement may put thetrustee on notice andrequest that
the competentjudicial authority assign him/heraterm, not exceeding 60 days, afterwhich the agreement shall be deemedto be
dissolved.

By contrast, specific rulesare provided fora publisher'sbankruptcy (see in particularart. 135 of the Italian Copyright Law). In
thiscase, the trustee can alternatively decide to: (i) continuethe business's activities(and, thus, also take over the license
agreementin place of the bankruptcy); (ii) transfer the business within one year from the publisher'sbankruptcy to another
publisher; or (iii) terminate the license agreement if, within one year from the publisher'sbankruptcy, the trustee hasneither
continued the business's activitiesnoropted foritstransfer.

b. Isthe trustee or receiver obliged to perform the obligations under alicense agreement?
As with point 3. a. above, the answerisno. Indeed, the trustee may also decide to withdraw from the license agreement.
c. Whatcanalicenseedo,ifanything, to protectits right to use the licensed IPR?

From a practical standpoint, the licensee should proceedwith the recordal of the IP license agreement, at the relevant registry,
before insolvency proceedingsformally begin.

In thisregard, the Italian Industrial Property Code containsspecific provisionson recordalsand the recordal procedure rel ating
to license agreements. Recordalshave a declaratory effect, which meansthat they make an act enforceable against third
parties. In the absence of such a formality, the IP license agreementwill be unenforceable against the bankruptcy and the
licensee may remain exposed to potential infringement actionsbrought against him/her by the trustee itself.

By contrast, the Italian CopyrightLaw doesnot contain a provision on recordals. However, there isan exception for
cinematographic works, for which a recordal procedure wasintroduced by Law No. 153 of 1 March 1994 (article 22).
Specifically, in thiscase, the recordal will have to take place in the Public Cinematographic Register kept by the SIAE (the
Italian Society of Authorsand Publishers, established forthe collective managementof authors' rights).
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What does this practically mean for d. Can alicensorpreventatrustee orreceiver from selling or transferring the insolventlicensee's rights under a

licensors and licensees? license agreement?

Whetheralicensorcan prevent the trustee from selling or transferring the insolventlicensee'srightsdependson whatis
specifically provided forin the license agreement. If the licensee'strustee opts forthe continuation of a license agreement
where there is a clause allowingthe licensee'srightsto be assigned to third parties, the trustee will be entitled to proce ed
accordingly. However, if thelicense agreementexcludes(asis often the case) thisassignment, the trustee will not be able to
proceed with the assignment.

Are there differences regarding Please note ourremarks below on moral rightsand mandatory licensing and their relationship with insolvency proceedings:
trademark, copyright and patent licenses, ERERVSENIGE

noting any exceptions, e.g., mandatory According to Italian law, moralrightsdo not enterthe insolvency estate. In fact, these rightsare not transferable to third parties
Iicensing or standard essential patents? unlike an author'seconomic rightsto work, and can never be given up, so they remain with the authoreven ifthe author
becomesinsolvent.

ii. Mandatorylicensing

In Italy, in orderto preserve exclusive rightsto a patented invention, the patent owner will have to implement it withina certain
period of time. Specifically, after three yearshave passed from the date on which the patentwasissued (or, iflonger, four years
from the date on which it wasfiled), if the patent owner (or successor in title) hasnotimplemented the patented invention,
directly orthrough one ormore licensees, any interested party may request a mandatory license forthe non-exclusive use of the
invention. Thisrule also appliesif the implementation of the inventionhasbeen suspended orreduced in such a mannerasto
be gravely disproportionate to the country'sneedsfor more than three years.

A mandatory license will not be granted ifthe lackof (orinsufficient)implementation isdue to causesoutside the control of the
patentowner (orsuccessor in title), thoughsuch causes do notinclude a lackof financial means. The granting of the mandat oty
license doesnotrelease the patent owner (or successor in title) from the obligationto implement the invention. Thus, the p atent
will be forfeited if the invention hasnot been implemented within two yearsof the date of that grantingorifithasnotbeen
sufficiently implemented according to the country'sneeds.

The ruleson mandatory licensing also apply to utility models.
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In light of all the above, during an insolvency proceeding it willbe generally up to the trustee to prevent the lapse of the patent
due to the lackof, or insufficient, implementation, and to ensure the implementation of potential mandatory licenses.

Yes. In specific cases established by the ItalianInsolvency Law and if the transferissuccessfully contested within specific time
limitsfixed by law, the transfer of the licensed IPR isineffective vis-a-viscreditorsof the insolvency.
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What does the applicable law provide a. What are the general principles ofthe treatment of IP license agreements ininsolvency proceedings? Is there a
regarding the treatment of IP license difference depending on the type of proceeding (e.g., a court-appointed receiv ership, a bankruptcy, a

.. . . restructuring, etc.)?
agreements in insolvency proceedings in _ _ - _ o _ _
Russia? Russian bankruptcy law does not provide for specific ruleson IP license agreementsin insolvency proceedings. IP licensesare

gualified asreceivablesand fallinto the insolvency estate. The only instance where the law expressly mentions|P licenses as a
part of the insolvency estate isthe provision regarding theinsolvency of a credit organization.

In general, Russian bankruptcy law providesfor different stagesof bankruptcy proceedings. Some of them are of a rehabilitative
nature, while the othersare aimed at the company'sliquidation.

The strictest rules for the insolvency estate apply in the course of the bankruptcy liquidation stage, when the company does not
have enough assets to cover the creditors claimsand restore itssolvency. At this stage, all of the debtor'sassets are sol d to
pay creditors claimsin the order prescribed by law. Once the liquidation hasbeen completed, the debtoriswound up and
ceases to exist.

b. What are the laws gov erning the treatment of IP license agreements ininsolvency proceedings?

The Russian Federation Civil Code, Part IV ("Civil Code") and Russian Federal law N 127-FZ dated 26 October2002"0On
Insolvency (Bankruptcy)" ("Bankruptcy Law ") govern IP license agreementsin insolvency proceedings. The Civil Code
regulatesthe general aspectsof IP license agreements, whilethe Bankruptcy Law establishesthe rulesof the insolvency
proceedings.

Are contractual provisions automatica”y In general, there isno prohibition against including such contractual provisionsin license agreements, and they are deemed

terminating licenses (and distribution valid and enforceable inRussia. The partiesmay include these contractual provisionsin license agreementsaccording to the
. . general principle of freedom of contract.

agreements) or automatically transferring

licensed IPR to the licensee by virtue of

an act of insolvency valid and

enforceable, having regard to anti-

deprivation rules?

However, a bankruptcy receiver may challenge the automatic transfer of the licensed IP to a licensee under such contractual
provisionsin accordance with the rulesof challenging the transactionsunderthe Bankruptcy Law and the Civil Code.
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What does this practically mean for a. Doesalicense agreementremainvalid during aninsolvencyproceeding?

licensors and licensees? Yes, itdoes. Generally, ifa company isdeclared bankrupt, thisdoesnot automatically terminate itscontracts, including licenses
However, the bankruptcy receiver manager haslarge discretionto withdraw (avoid) the contract,leaving a licensee without
significant protection. From a practical standpoint,when the bankruptcy liquidation stage isintroduced, allagreementsare
terminated.

If a trademarkor a patentlicense agreement isterminated early, such terminationissubject to mandatory recordal withthe
Russian Patent and Trademark Office ("Rospatent")if such license grant wasduly registered with Rospatent initially. Until the

termination isrecorded, the respectivelicense isdeemed to be valid for third parties. Thismeansthat certainIP remains
encumbered by a license until the termination of such license isduly recorded.

b. Isthe trustee or receiver obliged to perform the obligations under alicense agreement?

No. The bankruptcy receiver may withdraw a license agreement withinthree monthsfrom the date on whicha court declaresthe
company bankrupt and introducesthe bankruptcy liquidation stage. The avoidance ispossible if either of the followingapplie s:

L] Further performance of a license agreement underminesthe restoration of the licensor'ssolvency.
= Further performance of a license agreement entailsdamagesfor the licensor.

Generally, the bankruptcy receiver enjoyslarge discretion in deciding whether to withdraw the agreement or not. Such
withdrawal isnot subject to court approval andthe agreementisdeemedterminated upon the receipt of the avoidance notice
from the licensor'sreceiver.

c. Whatcanalicensee do, ifanything, to protectits right to use the licensed IPR?

A licensee may challenge the withdrawal of a license agreementin court. In thiscase, a licensee must prove that the conditions
for avoidance of the agreement have not beenmet. From a practical standpoint, itisrather complicated to prove this. Therefore,
in most cases, the courts uphold the avoidance of the agreements.

In addition,a licensee may recover damagescaused by the avoidance of a license agreement. If a court grantsthisclaim, the
damagesclaimwillbe includedin the list of the debtor'screditorsand the claimwill be satisfied at the pro rata basisat the
distribution of money stage.
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d. Can alicensorpreventatrustee orreceiverfrom selling or transferring the insolventlicensee's rights under a
license agreement?

Generally, a licensee can only transfer the licensee'srightsif the license agreement expressly allowsthis. Thus, if the li cense
agreement allowsthe rightsto be sold ortransferred, a trustee can do so.
There are no differencesbetween various|P licensesfrom the Bankruptcy Law's perspective.

As noted above, from the IP law'sperspective, early termination of the trademarkor a patent license (duly recorded) issubj ect
to mandatory registrationwith Rospatent. Early termination of a copyright license doesnot require any registration.

Yes. Thereisarisk thata bankruptcy receiverwill challenge a transfertransaction enteredintoby an insolventcompany wi thin
three years up to one month priorto or afterthe commencement of the bankruptcy proceedings. If thistransaction is
successfully challenged, the third party will be obliged to return the licensed IPR to the respective party.
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a. What are the general principles of the treatment of IP license agreements ininsolvency proceedings? Is there a
difference depending on the type of proceeding (e.g., a court-appointed receiv ership, a bankruptcy, a
restructuring, etc.)?

The general rule under Spanish Insolvency law isto maintain any contract in force after the declaration ofinsolvency. Forreciprocal
contracts, like a patent license , the generalrule isthat it will be maintained. Where there are outstanding obligationsfrom both
parties, the insolvent party'sobligationswill be fulfilled against the insolvency estate (super-privileged claims). If only the insolvent
party'sobligationsare outstanding, these would be classified asa claim of the insolvency (usually, asan ordinary claim).

However, the license can alwaysbe terminated after the declaration of insolvency due to a breach of contract thatoccurred
eitherafter or before the insolvency proceedings. Although the judgein charge of the insolvency may order that the contract
remain in force if it considersthatitisnecessary forthe interest of the insolvency. On the otherhand, the judge in charge of the
insolvency may also orderthat a reciprocal agreementbe terminated inthe interest of the insolvency, evenif there isno cause
for termination.

b. What are the laws gov erning the treatment of IP license agreements ininsolvency proceedings?

The mostrelevant lawsto consider are the Spanish Insolvency Act (Law 22/2003), particularly articles61, 62 and 63 of the | aw,
and the Royal Legislative Decree 1/20200f 5 May 2020 Revised Law of the Insolvency Act (the "RLIA"), whichwill enterinto
force on 1 September2020.

The legal consequencesforlicensesare determined by the insolvency lawsof Spain when the insolvent company isdomiciled
in Spain.

Underarticle 61.3 of the Spanish Insolvency Act and article 156 of the RLIA, any clause agreeing on the termination of a
contract because of the declaration of insolvency will be regarded asunenforceable.

However, as the exclusive license isconsidered to be a continuing performance contract, it can alwaysbe terminated by breach
of contract that occurred either before or afterthe declaration of the insolvency (article 62.1 of the Spanish Insolvency Act and
articles160 et seq. of RLIA. Nevertheless, article 62.3 of the Spanish Insolvency Act and article 164 of RLIA provide that,
although one of the partieshasbreached the contract, the judge may orderthat the contract remain inforce if it considers that it
isnecessary forthe interest of the insolvency.
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What does this practically mean for a. Doesalicense agreementremainvalid during aninsolvencyproceeding?

i i f nderinsolvency in Spanish law, the general ruleisto maintainin force all contractsthat were in force at the timethe
licensors and licensees? Und | Spanish law, th Iruleist t f Il contractsthat f tthe timeth
insolvency procedure commenced. When a contract hasreciprocal obligations, like an exclusive patentlicense does, asa
general rule, such contract willbe maintainedin force (article 61.2 of the Spanish Insolvency Act and article 156 et seq. of the
RLIA.

To guarantee creditors compliance withthe debtsincurred by the insolvent party during the proceedings, the claimsgenerated
afterthe declaration are paidfrom the assets.

b. Isthe trustee or receiver obliged to perform the obligations under alicense agreement?

Generally, yes. Nevertheless, the trustee orreceiverhasthe right to ask the judge to terminatethe contract — even if no party
has breached it —due to the interest of the insolvency procedure generally, ifitisconsidered that the maintenance of the
contract may be detrimental forthe insolvent debtor.

In cases of mere intervention, the trustee establishesthe acts and operationsthat the debtorcan carry out (article 44.2 of the
Spanish Insolvency Act and article 112 of the RLIA and whichrequire special authorization.

c. Whatcanalicenseedo,ifanything, to protectits right to use the licensed IPR?

As we have seen in the previousanswer, article 61.3 of the Spanish Insolvency Act and article 156 of the RLIA do not take in to
account clausesthat agree on the automatic termination of a contract because of a declaration of insolvency. Exclusive patent
licensesare considered to be reciprocal and continuing performance contractsin insolvency proceedingsunder Spanish law. It
isthe licensee'sbusiness thatis defended. Actionsfordamagescan only compensate the injured licensee. However, actionsfor
cease and removal (i.e.,an action brought by the exclusivelicensee in the case of infringement), including those forthe
publication of the sentence, undoubtedly make it possible to protect the assets, even with actionsbrought by others.

Regarding the subsidiary action under article 124 of the Patent Law, a licensee protectsthe IP in questionin hissherown name
and for his’/herown benefit, and may claim compensation for the damagessuffered as a result of the infringement.
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d. Can alicensorpreventatrustee orreceiverfrom selling or transferring the insolventlicensee's rights under a
license agreement?

The newRLIA expressly providesthe extrajudicial sale orauction of assets orrights (including IP and license rights), subj ect to
loanswith special privileges. In thissense, the law clarifiesthat the sale orauction throughwhich these goodsare to be
disposed may be eitherjudicial or extra-judicial, including electronic. However, such sale or transfer must observe the potential
special privilegesor securitiesthat any third party may have overthe transferred assets or rights (for instance, pledges, pre-
emption rightsor limitations of transfer).

Trademarks, designs and patentshave an autonomous property entity, and therefore an intrinsic value, whichmakesthe
license an unavoidable object of attention for the insolvency administrator and creditors. Nevertheless, due to the inalienable
authorship of copyright, evenif a workenters the public domain, the moral right of authorship of the workremainsintact.

Yes, there is arisk that the third party might have to transfer the licensed IPR backto the respective party of the agreeme nt.

As mentioned inarticle 62.1 of the Spanish Insolvency Act and article 157 of the RLIA, in the case of consecutive nature
contracts, termination isonly possible when the breachoccursafterthe insolvency. Ifitisearlier, therefore, thereisno room for
termination due to non-compliance, although the partiescannot limit the power of the judge orthe insolvency administrator to
terminate contractsforthe interest of the insolvency, because the interest of the insolvency proceedings (which can compel the
termination of such license) prevailsover any contractual agreement.

The new RLIA providesthat the paymentmade by a third party will only be released if, at the time of making the payment, the
bidderwasnot aware of the declaration of bankruptcy, witha presumption that the buyer wasaware due to a publication ofthe
declarationof bankruptcy in the BOE (i.e.,the Spanish Government Gazette).
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What does the applicable law provide a. What are the general principles of the treatment of IP license agreements ininsolvency proceedings? Is there a
regarding the treatment of IP license difference depending on the type of proceeding (e.g., a court-appointed receiv ership, a bankruptcy, a

.. . . restructuring, etc.)?
agreements in insolvency proceedings in _ _ _ _ _ _
Switzerland? The ruleisthatall assets belonging to the debtor which are transferable, realizable and seizable constitute assets that can be

liguidated in the course of insolvency proceedings. IP rights, including rightsconferred by license, are generally transfera ble and
therefore qualify asassets in insolvency proceedings. As a result, IP license agreementsare subject to insolvency proceedin gs.
Swiss insolvency law allowsfor private restructuring measuresand composition proceedings. While incomposition proceedings
the restructuring measuresare supervised by the court, both optionsallow for flexibility asto the treatment of IP license
agreements. When insolvency proceedingsare initiated, however, the debtorlosesall capacity to dispose of the assets. The
bankrupt estate is deemed a legal entity whose assets and rights, includingthe IP license agreement, are represented by the
bankruptcy administrator.

b. What are the laws gov erning the treatment of IP license agreements ininsolvency proceedings?

Both the Swiss Code of Obligationsaswell asthe Swiss Debt Enforcement and Bankruptcy Act (" Bankruptcy Act") are the
most relevant lawsto consider. Furthermore, case law and doctrine play an important role when interpreting license agreements
in general and specifically when assessing the treatment of such agreementsin insolvency proceedings.

Thisisbecause license agreementsare not explicitly regulated by Swisslaw. Thislack of specific rulesraisesquestions of interpretation
and possible analogiesto similar typesof contracts (such asleases) thatare infactsubject to specificrules. The particularities of the
individual IP license agreementinfluence the legal assessment and resulting treatment in insolvency proceedings.

Are contractual pro\/isions automatically In principle, contractual clausesaccording to whichthe opening of bankruptcy proceedingsdissolvesan IP license agreement or
terminating licenses (and distribution givesthe solvent party a right of termination are permitted. Thisisbased on the principle of contractual freedom, according to

. . which the partiesmay, withinthe boundariesof mandatory laws, agree on any groundsfortermination.
agreements) or automatically transferring

licensed IPR to the licensee by virtue of
an act of insolvency valid and
enforceable, having regard to anti-
deprivation rules?
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What does this practically mean for a. Doesalicense agreementremainvalid during aninsolvencyproceeding?

licensors and licensees? Unless the partieshave agreed in their contract that itshall be dissolved inthe case of either party'sinsolvency, the license
agreement remainsvalid following the opening of insolvency proceedings. During the course of insolvency proceedings,
however, the bankruptcy administration hasa right of choice: it can (i) fulfilthe contract in real termsinstead of the insolvent
party, (ii) accept the conversion into a monetary claim or (iii) terminate the contract based on the provisionsin the IP license
agreement.

In practice, however, the bankruptcy administration often neitherterminatesthe contract nor explicitly affirmsit. In this case,
license agreementsremain valid. The solvent party may assertitsclaimsas a normal bankruptcy claim, but only up to the next
termination date. Asa result, thismeansthatin the event of the bankruptcy administration'sfailure to act, the same appliesasif
the license agreement had been (duly) terminated.

b. Isthe trustee or receiver obliged to perform the obligations under alicense agreement?

No. However, the solvent party may withhold itsperformance untilitisguaranteed consideration fromthe bankruptcy
administration. If itsrequest for security is not complied withwithin a reasonable period,it may withdraw from the contract.

c. Whatcanalicensee do, ifanything, to protectits right to use the licensed IPR?

The licensee can act before insolvency proceedingsformally begin. If the license isrecorded in the relevant (trademark, patent
or design) registerat the time of the opening of insolvency proceedings, itisconsidered to outlast such proceedings. This
means, forexample, thatif thetrademarkissold, the license can be held against the acquirer, i.e., theacquirermust permit the
use of the trademarkin accordance with the license granted.

d. Can alicensorpreventatrustee orreceiver from selling or transferring the insolventlicensee's rights under a
license agreement?

In the event of the licensee'sbankruptcy, the license asa contractual right of use of the licensee only fallsinto the bankruptcy
estate ifitistransferable and thusseizable. Since most licensesare non-transferable, the bankruptcy administration cannot
exploitthemin thiscase.
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No.

Yes. The third party may have to transferthe licensed IPR backto the respective party of the license agreement. The
Bankruptcy Act prohibitsdiscriminationagainst the creditor group by a debtorwho, withina legally defined period of up to

5 years priorto the opening of bankruptcy proceedingsor prior to the granting of the debt-restructuring moratorium, cooperates
with a creditor orthird party in orderto grant thiscreditoran undue, unjustified pecuniary advantage inthe subsequent ca se of
bankruptcy, compositionagreementor seizure, orto reduce the liquidation assetsby selling the pecuniary advantageto a

third party.
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a. What are the general principles of the treatment of IP license agreements ininsolvency proceedings? Is there a
difference depending on the type of proceeding (e.g. a court-appointed receivership,abankruptcy,
arestructuring, etc.)?

The Brazilian Insolvency Law (Brazilian Law # 11,101/2005, "BIL") sets forth three typesof proceedingsas follows: extrajudicial
reorganization, judicial reorganization and bankruptcy. None of them contain specific insolvency provisionsabout IP license
agreements.

b. What are the laws gov erning the treatment of IP license agreements ininsolvency proceedings?

The BIL governsBrazilianinsolvency proceedings. Note, however, that there isno provision in the BIL regarding IP license
agreements.

In relation to extrajudicial/judicial reorganization proceedings, since the BIL issilent, a clause that terminatesan agreementin
the event of such proceedingsislikelyinvalid; we are aware of decisionsimposing the continuance of the agreement.

In relation to bankruptcy, the BIL providesthat the bankruptcy declaration doesnot terminate agreementsand the judicial
administrator (trustee) may decide whether or not an agreement should continue (mainly in the event the continuance will be
advantageousforthe bankruptcy estate). In case of bankruptcy proceeding, the licensor may give notice to the court appointe d
administrator (trustee) within 90 daysasof its appointmentand the latter (trustee) will have 10 daysto clarify if the agreement
will remainin force ornot (silence will be interpreted astermination).

Finally, thereisno provision in relation to the automatic transfer of licenses.

a. Doesalicense agreementremainvalidduringaninsolvencyproceeding?

In relation to extrajudicial/judicial reorganizationproceedings, asmentioned above, itislikely that thelicense agreement
remainsvalid and enforceable (note that such proceedingsaim to grant to the company the continuity of itsactivities, and asa
consequence, agreementsmust continuein force).

In relation to bankruptcy, please see above.
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b. Isthe trustee or receiver obliged to perform the obligations under alicense agreement?

During the extrajudicial/judicial reorganization, the licensee continuesitsmanagement activitiesand must comply withits
obligations. Even thoughmanagement remainsin place, an administratorisalso appointed by the court. Such person will
monitorthe debtor'sactivities. The mainresponsibility of the court appointed administratoristo monitor the activitiesof the
debtor'sand supervise the execution of the newtermsand conditionsagreed. The debtor'smanager, asa rule, remainsseated
in the management body carryingoutitsbusinessactivities.

In a bankruptcy proceeding, the debtor'smanagementisremoved and the trustee may represent the insolvent company's
estate. The trustee may also collect all assets of the debtor and proceed with their sale. The commentson the second question
above also apply.

c. Whatcanalicenseedo,ifanything, to protectits right to use the licensed IPR?

As mentioned before, inan extrajudicial/judicial reorganization'scontext, the licensee continuesto perform itsbusinessand,
therefore, the licensee will be entitled to protectitsrightsaccording to the termsand conditionsof the license agreement.

In a bankruptcy scenario, itismost likely that the license agreementwill be terminated (in case it remainsin force, itstermsand
conditionswill continue to apply).

d. Can alicensorpreventatrustee orreceiverfrom selling or transferring the insolventlicensee's rights under a
license agreement?

If the agreementremainsin force (even in a bankruptcy proceeding), whetherthe licensor can blockthe transfer of the
licensee'srightswill dependon the contractualtermsand conditions.

From a BIL perspective, no. There are, however, different requirementsfor payment of royalties, forinstance. For trademark
license agreementsand patent license agreements, in order for a Brazilian company to be ableto pay royaltiesto a foreign
licensorabroad, the relevant license agreement needsto be registered with the Brazilian Patent and Trademark Office (INPI)
and the Central Bankof Brazil. There isno such requirement for copyright licenses. Also, under Brazilian laws, patentscan be
subject to compulsory licensing, whiletrademarksand copyrightscannot.

Yes. Such transfer may be challengedin court and the most likely outcomeisthat the IPRswill be returned to the assignor.
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What does the applicable law provide
regarding the treatment of IP license
agreements in insolvency proceedings in
Canada?

Are contractual provisions automatically
terminating licenses (and distribution
agreements) or automatically transferring
licensed IPR to the licensee by virtue of
an act of insolvency valid and
enforceable, having regard to anti-
deprivation rules?

a. What are the general principles of the treatment of IP license agreements ininsolvency proceedings? Is there a
difference depending on the type of proceeding (e.g., a court-appointed receiv ership, a bankruptcy, a
restructuring, etc.)?

In Canada, IP licensing agreementsare generally viewed as"executory" agreementsand remain inforce unless"terminated" by
a so-called disclaimerora court order. Debtors typically have the right to disclaim their IP licenses, though such requests can be
rejected by the court. Even where an IP license isdisclaimed, the licensee still hasthe continued right to use the IP and to
assert rightsof exclusivity, although the insolvent licensor may not have to perform certainadditional obligationsunderth e
license. Upon the sale of IP assets in insolvency proceedings, buyersacquire IP licensesin accordance with theirtermsand
must perform the accompanying obligationsin the place of theiroriginal owner (except where the licensesare earlier
disclaimed, in which case the licensee'srightsare limited asnoted).

b. What are the laws gov erning the treatment of IP license agreements ininsolvency proceedings?

In Canada, insolvency proceedingsare governed primarily by the Bankruptcy and Insolvency Act (BIA) and the Companies
CreditorsArrangement Act (CCAA). The BIA isa self-contained code thatdealswith the liquidation of assets in a bankruptcy
eitherwhere a bankruptcy trustee is appointed voluntarily orwhere a creditor seeks a bankruptcy order. Varioussectionsin the
BIA, including in particular sections65 and 246.1, deal with licensing agreements. In CCAA proceedings, which are used by
largerbusinesses seeking to restructure theirdebt, the key CCAA provisionsare sections 11, 32 and 36. Notably, whereasa
stay of a debtor'sobligationsisautomatic underthe BIA, a court hasmore discretion in CCAA proceedings.

Contractual provisionsthat automatically terminate or transfer a license where the licensee becomesinsolvent orcommences
an insolvency proceeding are generally notenforceable underthe BIA or CCAA. In otherwords, a licensor cannot terminate (or
transfer) a license in these circumstancesdespite what the agreement says, nor by virtue of a licensee'sfailure to pay lice nsing
fees during a pre-filing period. Instead, a licensorisobliged to maintain the license and perform itsobligations, unlessthe
license isdisclaimed. Thisapproach ispredicated on rulesthat are designed to: (a) prohibit transactionsthat benefit a pa rticular
creditor; and (b) ensure that the debtor'sassets are preserved and available forany interim operationsand distribution.
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What does this practically mean for a. Doesalicense agreementremainvalid during aninsolvencyproceeding?
licensors and licensees? Yes, an IP license remainsvalid duringan insolvency proceeding.

Where the debtoristhe licensee, the licensorisobliged to maintain the license and perform itsobligations, unlessthe license is
disclaimed. Absent a disclaimer, the licensorisentitled to payment for the continued use of the licensed property afterthe event
of insolvency and will have a claim forany pre-insolvency arrears. If the license isdisclaimed, the licensorwill also have a claim
to any damagessuffered.

Where the debtoristhe licensorand eitherdisclaimsa license agreement or sellsthe underlying IP, the non-defaulting
licensee(s) will continue to have the right to use the IP during and afterthe insolvency proceedings. The licensee may have a
damage claim, aswell.

b. Isthe trustee or receiver obliged to perform the obligations under alicense agreement?

A bankruptcy trustee or receiverhasno obligation to carry on the debtor'sbusiness. However, as noted above, a debtoris
obligedto perform itsobligationsunderan IP license unlessitisdisclaimed. Eventhen, itmust ensure any licensee ispro vided
access to the IP and must notinterfere with itsrightsunderthe license, including rights of exclusivity.

c. Whatcanalicenseedo,ifanything, to protectits right to use the licensed IPR?

Under Canadian insolvency law, a non-defaulting licensee will have the right to use the IP during and after the insolvency
proceedings, and will have theright to enforce any exclusivity, so long asit performsitsown obligationsunderthe license
agreement. Again,whetherthe licensee can demand additional performance and rightsunderthe license terms(e.g., upgrades
maintenance andthe right to sublicense) beyond just the right to use the IP isan unresolved issue.
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d. Can alicensorpreventatrustee orreceiverfrom selling or transferring the insolventlicensee's rights under a
license agreement?

Generally, no. Itisdifficult fora licensorto prevent the sale orassignment of an insolvent licensee'srightsundera license
agreementto athird party. If a licensor wishes to try, it must ensure that the agreementisspecific and personal to the licensee,
such that a third party could not stand in the place of the original licensee (thisischallenging). Thelicensorcan also try to
prevent a sale or assignment, on the basisthat the buyer/assignee isnot capable of future performance. In the eventofa sale
or transfer, the licensoris entitled to insist that the other party adhere to itsobligations, and may be able to terminate the license
and/or seek damagesabsent performance. In addition, the licensorwould be entitied to exercise any other termination rights it
has underthe license (e.g., termination on notice, etc.).

No.

Yes. Such a transaction could violate anti-deprivation rules, aswell as constitute an improper preference. A preference occurs
where a debtor makesa monetary transfer to a creditor at the expense of itsother creditorsshortly before an insolvency. When
that happensbetween unrelated parties, itispresumed to have occurred with the intent of giving the recipient a preference, and
the court can declare it void. Where that occursbetween related patrties, it will be declared void regardlessof the intent. In
addition, the court can review and set aside transactions(e.g., the conveyance of a license) between unrelated partieswithin
one yearof an insolvency where: (a) the debtorwas insolvent or rendered insolvent by the transaction; and (b) the debtor
intended to defeat, defraud or delay any creditor. Where thistype of transaction occursbetween related parties, it may be
declared void if the transaction tookplace within: (a) one year of the date of bankruptcy, regardlessof the debtor'ssolven cy or
intent; or (b) the preceding five-year period, ifinsolvency orintentisproven.
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What does the applicable law provide a. What are the general principles of the treatment of IP license agreements ininsolvency proceedings? Is there a
regarding the treatment of IP license difference depending on the type of proceeding (e.g., a court-appointed receiv ership, a bankruptcy, a

.. . . restructuring, etc.)?
agreements in insolvency proceedings in

Mexico? According to the Mexican Insolvency Act, allgoodsand rightsthat form part of the trader'sestate (except those that are

unalienable,imprescriptible and non-seizable) constitute assets that can be auctioned withina bankruptcy procedure. IP rights
are regarded as valuable assets, as they add commercial value to companies. Sincethese rightscan be normally transferred,
they are subject (including theirrelated license agreements) to an insolvency proceeding.

The MexicanInsolvency Act will alwaysfavorthe restructuring of a company in view of avoiding itsbankruptcy declaration, while
preventing it from failing to comply with itspaymentobligations. Accordingly, itisgenerally allowed fora debtorto maintain
control of itsbusiness while a conciliationagreement isnegotiated with itscreditorsby a conciliator appointed by the insolvency
court; however, if a company isdeclared bankrupt, the debtor must hand over the control of itscompany and assets (including
the IP license agreements) to a designated administrator/executor.

b. What are the laws gov erning the treatment of IP license agreements ininsolvency proceedings?

The Mexican Constitution, the Code of Commerce, the Federal Civil Code and the Mexican Insolvency Act are the main laws
governing the treatmentof IP license agreementsduring insolvency proceedings. Additionally, commercial practicesand
customs, aswell as case law, play a secondary role in the interpretation of these agreementswhen the lawsabove do not
provide guidance on particularissues.

Although the Mexican Industrial Property Act also providesa regulation on IP license agreements, these provisionsare mainly
focused on definingthe extent of the exercise of exclusive rightsthatisallowedto be exploited by a third party, ratherthan
providing guidance on the treatment of the IP assets during an insolvency proceeding.

For the following questions, we must bearin mind that, under the Mexican Insolvency Act, there are two stagesto the
insolvency procedure: conciliation (seeking the restructure/settlement of the creditsand the merchant'sobligations) and
liguidation (bankruptcy). The goal of the conciliation stage isto preserve the company by meansof an agreement between the
debtorand his/herrecognized creditors. The goal of the bankruptcy stage isto sell the company'sworking unit and, if this isnot
possible, itsproductive unitsor assets that form the company, in orderto pay the creditors, to the extent covered by the j udicial
sale of the assets.
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Are contractual provisions automatically In principle, the beginning of an insolvency procedure should not affect the validity and fulfilment of an IP license agreem ent, as
terminating licenses (and distribution traders are generally allowed to contmuergnnlng_thelrbugnesses while a conciliation isbeing negotlated. Howeve_r, if parties

. . agreed on contractual termsto allow the dissolution of the agreementor foresee the transfer of the IPR in case an insolvency
agreements) or automatically transferring

i q he by \i proceeding isinitiated, these provisionsshould be honored.

icense .IPR e lce_nsee st of During the conciliation stage, the conciliator appointed by the insolvency court will determine which contractsand obligationswill
an act of 'nSOIVer_]Cy valid and . survive in light of the insolvency procedure,on a case-by-case basis, and if these obligationsare essential forthe ordinary
enforceable, having regard to anti- operation of the company.

deprivation rules?

What does this practically mean for a. Doesalicenseagreementremainvalid during aninsolvencyproceeding?

licensors and licensees? Unless agreed otherwise between the patrties, a license agreement should remain valid during an insolvency proceeding. The
conciliatory authority, however, isallowed to oppose the fulfillment of an agreement if it believesthat thiswill benefitor protect
the debtor'sestate value. Additionally,any person who signed an agreement withthe debtor hasthe right to ask the concilia tor
if said authority will oppose the fulfillment of the agreement. If the conciliator doesnot oppose, the debtorwill be forced to
comply with the agreement or guarantee the compliance of itsobligations;, however, if the conciliator opposes, thiswill give the
other party the right to cancel the agreementimmediately.

During the bankruptcy or liquidation stage, only the agreementsor obligationsthat are essential forthe ordinary operation of the
enterprise shall remain valid.

b. Isthe trustee or receiver obliged to perform the obligations under alicense agreement?

Once an insolvency proceedingisinitiated, during the conciliation stage, debtorsare generally allowedto continue having
control of itsbusiness administration, althoughthe conciliator may askthe judge to remove the debtor and take overthe
administration of the company. Underthiscircumstance, the conciliatorisexpected to administer the businessas if it were its
own, performing all the debtor'sobligations(including those under a license agreement). However, should a conciliator believe
that thiswill benefit or protect the trader'sestate, they are allowedto oppose the fulfillment of a license agreement.

During bankruptcy, the management of the company isundertaken by the trustee or executor of the bankruptcy.
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What does this practically mean for c. Whatcana licensee do, ifanything, to protectits right to use the licensed IPR?

licensors and licensees? The best way to protect the licensee'sinterestsis by recording the license agreement before the relevant IP authority. This
registration will prevent the licensee from being considered an infringerin the case of continuingto use or exploitthe IPR during
and afteran insolvency procedure. Additionally, itisadvisable to include a special clause withinthe license agreement, which
assures the licensee any type of benefitin connectionwith the licensed IPR in case an insolvency proceeding isinitiated, e .g.,
eithera purchase preference orderorany othertype of guarantee in thelicensee'sbenefit.

The MexicanInsolvency Act providesthat all preparatory or definitive contractspending execution must be fulfilled by the
debtor, unlessthe conciliator opposesperthe best interest of the insolvency estate. When the conciliatorisin charge of the
administration or authorizesthe execution of the pending agreements, he/she can avoid the separation of goods, ordemand
theirdelivery, payingthe corresponding price.

Another alternative,ifinsolvency arrives, would be to file foran insolvency proceeding with a restructuring agreement, whi chisa
mechanism according to whicha debtorthatisin imminent default on the paymentofitsobligationsand creditorsholding
defaulted and unpaid obligationsrepresenting the majority of the total obligationsof the debtor, may file the petition of
insolvency together using a reorganization agreement previously agreed upon. Thisissubject to approval by the judge andthe
recognized creditorsof the debtor during the conciliation period.

d. Can alicensorpreventatrustee orreceiver fromselling or transferring the insolventlicensee's rights under a
license agreement?

In practice, most license agreementsare non-transferrable by the licensee, so there are basically no chancesforthe trustee to
sell or transferthe insolvent licensee'srightsunder a license agreement. Additionally, the licensor can most certainly wit hdraw
from the IP license agreement should the licensee failto comply withitsobligations. Thisnormally occursbefore an insolve ncy
proceeding against the licensee iseven initiated. Finally, conciliatorsare expected to allow the businessto continue running
during an insolvency procedure at the conciliation stage, so they will normally not sell or transfer the insolvent licensee's rights
unlessthey considerit to be beneficial to the debtor'sestate oran auction stage istaking place during an insolvency procedure.
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Are there differences regarding
trademark, copyright and patent licenses,
noting any exceptions, e.g., mandatory
licensing or standard essential patents?

Is there arisk in transferring licensed IPR
to a third party in anticipation of an
insolvency?

Concerning trademarksand patents, the scenario doesnot change substantially. However, Mexico admitsthe possibility of
granting mandatory patent licensesto third partieswheneverthe invention hasnot been exploited by the patent holder, inthe
country, afterthree years from itsgranting date or fouryearsafterits applicationdate. If granted, the IP authority must
determine the mandatory license duration, conditions, scope and amount of royaltiesto be paid to the patentholder.
Additionally, IP regulationsforesee the possibility of granting public utility licenseswheneverthere isa national emergen cy,
national security threat or healthemergency.

Concerning copyrightsand neighboringrights, the regulationismore stringent than trademarks and patents, in an effort to
protect the authorand the owner. Whilethere are no specific provisionsconcerning insolvency of a copyright license, different
scenarios and ramificationsshould be considered dependingto the specific type of copyrightlicense.

Yes. Since the insolvency proceedinglooksforward to favor the restructuring of a company in view of avoiding itsbankruptcy
declaration, a judge can order provisional measuresto prevent jeopardizing the company'scommercial viability. Provisional
measures can consist of prohibiting the trader from alienating orencumbering the company'smain assets. Failure to comply
with the provisional measureswill lead to the IPR transfer being declared void and non-existing.

However, itis possible to negotiate either with different creditors, with the debtor orwith third parties, since the preservation of
the company isthe main goal of an insolvency procedure in Mexico.
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What does the applicable law provide a. What are the general principles of the treatment of IP license agreements ininsolvency proceedings? Is there a
regarding the treatment of IP license ?elfsffrrlje;i(reigepgtrédfg on the type of proceeding (e.g. a court-appointed receiv ership,abankruptcy, a
agreements in insolvency proceedings in 9 e )? . :

. Generally, unexpired license agreementsare regarded asexecutory contractswhich may be assumed orrejected by the
the United States? licensorunderthe U.S. Bankruptcy Code. The United Statesisa republic governed by federal and state law. Thisreport deals
solely with insolvency law underthe U.S. Bankruptcy Code, which isthe federal law applicableto U.S. insolvency proceedings
throughout the United States. It doesnot deal with the individual insolvency lawsof the 50 statesto the extentthata debtor
decided to commencean insolvency proceeding under some applicable state law, forexample,the lawsof Delaware, rather
than commencing a bankruptcy case governed by federal law underthe U.S. Bankruptcy Code. While state insolvency law
generallyissimilarto U.S. bankruptcy law, it generally isfarless comprehensive, can vary from state to state, and freque ntly
followsfederal law on undecidedissues under state law.

An executory contractisone where either party (in thiscase licensororlicensee) remainscapable of breaching the contract. If
such alicense agreementisassumed, forexample, by a bankruptcy debtor- licensor, then the licensor must cure any pre-
bankruptcy defaultsand the license agreement continuesin the mannerit would have continued had there been no bankruptcy.
As a general principle, whenan executory contractisrejected, the contractistreated asbreached by the debtorasofthe d ate
of the bankruptcy filing, leaving the non-debtor party with asserting a claim against the debtor'sbankruptcy estate fordamages
caused by such rejection.

Special protection underthe Bankruptcy Code, however, isafforded to non-debtor licenseesof intellectual property licensed
from a bankruptcy debtor. The Bankruptcy Code permitsa licensee of intellectual property to retain and continue using itsri ghts
inthe licensed intellectual property (includingthe rightto enforce any exclusivity provision) during the remaining term of the
license notwithstanding itsrejection inbankruptcy. Under that circumstance, the licensee waivesitsdamage claim, ifany, in
orderto do so, and the licensorisnotrequired to continue any affirmative performance obligationsunderthe license agreement.

It should be noted, however, that trademarksare not deemed to be "intellectual property", for purposesof that special
protection. Only licensesof trade secrets, patentable inventionsand patent applications, plant varieties, works of authorship
protected under US copyright law and maskworks protected underthe copyright lawsare afforded that benefit. However, a
recent Supreme Court decision hasconfirmed that a debtor licensor'srejection of the trademarklicense doesnot necessarily
conferon the breaching licensor the right to terminate the trademarklicense. See the sectionbelow, addressing the differen tial
treatment of trademarks, for more details.
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What does the applicable law provide Differentrulesapply if the debtorisa licensee. If the debtorisa licensee and rejectsthe license agreement, the debtor may
regarding the treatment of IP license treatthe Ilce_nse agreement aste_rmmated asofthe date of the filingin ba_nkruptcy. The nqn—debtorllcensorwoul_d have a

.. . . damage claim for breach of the license agreement thatit could assert against the debtor-licensee. If the debtor-licensee
agreements n msolvency proceedlngs n assumes the license agreement, however, orwishesto assume and assign the agreement, it must cure all existing defaultsand
the United States? provide adequate assurance of future performance or, in the case of an assumption and assignment, the proposed assignee
must provide adequate assurance of future performance.

A determinationto assume orreject a license agreementissubject to bankruptcy court approval asdetermined by the factsof
the case and U.S. bankruptcy courts typically deferto the debtor'sortrustee's business judgment.

b. What are the laws gov erning the treatment of IP license agreements ininsolvency proceedings?

The treatment of IP license agreementsin a case filed underthe U.S. Bankruptcy Code isgoverned, specifically, by 11 U.S.C.
8365 and in particular 365(n) asto technology (non-trademark) licenses, and, generally by all other relevant provisionsof the
U.S. Bankruptcy Code.

Are contractual provisions automatically Automatic termination provisionsof contractsby virtue of insolvency or financial condition of the debtor, including license
terminating licenses (and distribution agreements, generally are not enforceablein U.S. bankruptcy cases. Instead, as noted in the prior section, they are treated as
executory contractswhich may be assumed by the debtorin possession or trustee, as the case may be, orrejected.

agreements) or automatically transferring
licensed IPR to the licensee by virtue of
an act of insolvency valid and
enforceable, having regard to anti-
deprivation rules?

What does this practically mean for a. Doesalicenseagreementremainvalid during aninsolvencyproceeding?

licensors and licensees? As stated above, a license which hasbeen rejected by a debtor-licensor may be treated by the licensee asterminated or,
alternatively, the licensee may continue to use the licensed intellectual property for the life of the agreement and any rene wal
termsshould itelectto do so. Alternatively, the non-debtor licensee or non-debtorlicensor may elect to treat the license as
breached by the debtorand may assert a damage claimforthat breach against the debtor.
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What does this practically mean for b. Isthe trustee or receiver obliged to perform the obligations under alicense agreement?

licensors and licensees? A U.S. Bankruptcy debtorthatisa licensor, oritstrustee, is obligated to perform the debtor'sobligationsunderthe license
agreement priorto assumption or rejection of the license agreement, and after assumption of the agreement. Itisnot required to
perform afterrejectionof alicense agreement, butisrequiredto provide the licensee with any intellectual property heldby the
debtor/licensor and not to interfere with the non-debtor licensee'srightsunderthe license agreement.

A U.S.debtorthatisalicensee, oritstrustee, isrequired to perform all of itsobligationsunderthe license agreement, unless
and until the license agreementisrejected by order of the bankruptcy court.

A trademarklicense agreement, although it may notbe treated as"intellectual property" under the Bankruptcy Code, isstill an
executory contract subject to assumption orrejection under the Bankruptcy Code and rejection providesthe licensee with a
damage claim (althoughno right to elect to continue using the IP underthe license agreement under section 365(n)). Pursuant
to the U.S. Supreme Court case discussed below, the rejection isdeemed a breach, entitlingthe licensee to file a damage claim
against the licensor-debtor, butisnot deemedto be a termination of the agreement. Thishasled some to speculate thata
trademarklicensee may have superiorrightsto otherlicenseesofintellectual property under the Bankruptcy Code because the
trademarklicensee may still be able to treat itscontract asnot having beenterminated, yet may still file a damage claim.

c. Whatcanalicensee do,if anything, to protectits right to use the licensed IPR?

Ifthe license isassumed by the debtor-licensor, the licensee doesnot need to do anythingto protectitsrights. If on the other
hand the license isrejected by the licensor-debtor, the licensee may elect to retain itsrightsto the licensed IP post-rejection. If
there is a period of negotiation priorto a formal bankruptcy filing, a licensee could attemptto negotiate some alternative
structure, such as an assignment of the licensed property that providesit with a property rightinthe IP greaterthan that
possessed by a licensee, subjectto the issuesraised in Section 5 below.

d. Can alicensorpreventatrustee orreceiver fromselling or transferring the insolventlicensee's rights under a
license agreement?

Before a debtor-licensee can sell ortransferitsrightsundera license agreement, it must cure prior defaults(subject to limi ted
exceptions) and provide adequate assurance of future performance, including future performance by any assignee. A non -
debtorlicensor hasthe rightto object in an evidentiary hearing before the U.S. bankruptcy court. The debtor-licensee would
have the burden of proof on those issues.
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Are there differences regarding As noted above, while copyrightsand patentsare considered intellectual property under the Bankruptcy Code that are govemed
trademark Copyright and patent licenses by the provisionsof section 365(n), trademarksare notincluded. The treatment of trademarksin U.S. bankruptcy cases has

. ' : ! been a subject of controversy and the subject of differing viewpointsin court opinionsin the United States. In 2019, however,
r.10t|ng. any exceptions, e.g., mandatory the U.S. Supreme Court provided at least some directionin resolving a Circuit Court of Appealsconflict by ruling that a
licensing or standard essential patents? trademarklicense isnot terminated by rejection under section 365 of the Bankruptcy Code, and only representsa breach of
contract. The Supreme Court case is Mission Product Holdings, Inc. v. Tempnology, LLC, No. 17-1657 (U.S., May 20, 2019).

Is there arisk in transferring e = o HIZI@ Anytime that an entity transfersassets to a third party priorto orin anticipation of a bankruptcy filing, there existsa risk that the

to a third party in anticipation ofan transfer can be avoided (clawed back) aseither an intentional or constructively fraudulent transfer under U.S. bankruptcy or

. " applicable state law. Toavoid (or claw back) a transfer of property, however, requiresa formal legal proceeding in which th e plaintiff
msowency : debtor (ortrustee or, in c certain circumstances, a creditor or creditors committee) provesthat the debtor (1) did not receive
reasonably equivalentvaluein return for the assetstransferred or obligationsincurred and (2) either was(a) insolvent at the time of
the transfer orthe incurring of the obligation, (b) became insolvent asa result of the transfer or the incurring ofthe obl igation, (c)
intended to incur, or believed it would incur debtsbeyond itsability to pay assuch debtsmatured, or (d) wasengaged ina business
ortransaction for which any property remaining with the debtor wasan unreasonably small capital.
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What does the applicable law provide
regarding the treatment of IP license
agreements in insolvency proceedings in
Australia?

Are contractual provisions automatically
terminating licenses (and distribution
agreements) or automatically transferring
licensed IPR to the licensee by virtue of
an act of insolvency valid and
enforceable, having regard to anti-
deprivation rules?

a. What are the general principles of the treatment of IP license agreements ininsolvency proceedings? Is there a
difference depending on the type of proceeding (e.g., a court-appointed receiv ership, a bankruptcy, a
restructuring, etc.)?

In Australia, whetheran insolvent licensee can continue using the IP license dependslargely on the termsof the license
agreement; a licensor may be free to terminate the license immediately upon insolvency.

By virtue of the "ipso facto" stay regime, however, an IP licensor may be prohibited from exercising itstermination rightsp urely
on the groundsofinsolvency of the licensee.

There are threeformsofinsolvency proceduresin Australia: receivership, voluntary administration and liquidation. Only a | iquidator
has the formal power to disclaim any contractsthat he or she considersunprofitable (including IP license agreements). In practice,
areceiverand/orvoluntary administrator may also repudiate any contracts, which require performance by the insolvent companyy.

In view of the ipso facto regime, itisvital forany IP licensor, on becoming aware of the insolvency of a licensee, to prom ptly
seek legal adviceon the stepsit should take to protectitsinterests.

b. What are the laws gov erning the treatment of IP license agreements ininsolvency proceedings?

The CorporationsAct 2001 (Cth) ("Corporations Act") and variouspiecesof subordinate legislation govern insolvency
proceedingsgenerally, with IP license agreementstreated no differently to other contracts.

Itisworth noting that a license of intellectual property (including designs, patents, trademarks, circuit layouts, copyrightand
plant breeder'srights) might attract a security interest if the license isused as collateral (forexample, assecurity for aloan).
Security interestsin relationto intellectual property are dealt with under the Personal Property SecuritiesAct 2009 (Cth).

As mentioned in1(a) above, the ipso facto stay regime restrictsthe ability of a contractual party (includingan IP licensor) to
terminate an agreement on the groundsof the other party'sinsolvency. However, it would not prohibit a party from terminating
the agreement forreasonsotherthan insolvency.

Technically, a contractual provisionthat requiresa licensorto transferlicensed IPR to the licensee uponthe insolvency of the
licensorisnot prohibited by the ipso facto stay regime. However, depending on the factual circumstances, such a transfer can
constitute an uncommercial transaction, which can be reversed by a liquidator asa voidabletransactionunderthe Corporation s
Act. Any purported "automatic" transfer following insolvency would also be void asbeing contrary to the general prohibitions on
dealingwith the insolventlicensor'sproperty followingitsinsolvency.
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What does this practically mean for a. Doesalicense agreementremainvalid during aninsolvencyproceeding?

licensors and licensees? Yes. Generally, the insolvency of a company doesnot automatically invalidate orend a license agreement. In fact, itisquite
common forthe insolventcompany (acting by itsagent, the receivers, voluntary administratorsor liquidators) to continue
performing itscontractual obligationsunderthe license while a restructure or a sale of businessis being undertaken.

b. Isthe trustee or receiver obliged to perform the obligations under alicense agreement?

Broadly, no. That said, inthe case of voluntary administration and/or receivership, theinsolvent party (especially ifitis the
licensor) could be compelled by the solvent party (especiallyifitisthe licensee), through injunctive relief, to continue to perform
the license.

In a liquidation scenario, a liquidator haswider statutory powers to disclaim a license agreement. Such a disclaimerishighly
unlikely to be interfered with by the courts.

c. Whatcanalicensee do, ifanything, to protectits right to use the licensed IPR?

Any protectionsfora licensee to use licensed IPRin the event a licensorbecomesinsolventshould be covered inthe license
agreement. A licensee, when dealingwith an insolventlicensor, should commence negotiationswith the insolvency appointees
in respect of any interim arrangements(during the course of the insolvency proceedings).

As discussed above, the insolvency of a licensor doesnot automatically invalidate a license agreement. Further, the insolven cy
appointeesmay have no intention of terminating the license pending sale of the business, meaningthat the licensee can
continue to use the licensed IPR during and potentially afterthe sale. Theinsolvency appointeesmay want to sell the licensed
IPR to the licensee.

For completeness, it should be noted thata common approachisforthe licensee to seek to have security overthe IPR from the
licensor.
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d. Can alicensorpreventatrustee orreceiverfrom selling or transferring the insolventlicensee's rights under a
license agreement?

Generally, yes. An insolvency appointee hasno right to sell or transfer the licensor'slicensed IPR to a third party unless he or
she has obtained consent from the licensor. Even if the license hasbeen used as collateral, the consent of the licensorwoul d
be required to dispose of that collateral.

Intheory, itis possible thata licensee grantsa security interest overthe IP license in favor of a third party (forinstance, a bank)
as security forfinancing. Thismeansthat the third party, with a validly registered security interest overthe license, could

potentially appoint a receiverto sell ortransferthe license withoutobtaining consent from the licensor, and retain the proceeds.
However, Australian license agreementsgenerally contain provisionsthat prevent transferswithout the consent of the licensorr.

No differencesare prescribed by law. Any differencesbetween the typesof IP licensed would depend on the termsof the
individual license agreement.

Yes, transfers of this kind by a distressed licensor priorto itsinsolvency may be setaside by an insolvency appointee. Likewise,
atransfer by the licensorto a third party could be restrained by the licensee.
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What does the applicable law provide
regarding the treatment of IP license
agreements in insolvency proceedings in
China?

Are contractual provisions automatically
terminating licenses (and distribution
agreements) or automatically transferring
licensed IPR to the licensee by virtue of
an act of insolvency valid and
enforceable, having regard to anti-
deprivation rules?

a. What are the general principles of the treatment of IP license agreements ininsolvency proceedings? Is there a
difference depending on the type of proceeding (e.g., a court-appointed receiv ership, a bankruptcy, a
restructuring, etc.)?

Under Article 18 of the PRC Insolvency Law, the administratorin bankruptcy hasthe right to decide whetherto terminate or
continue to perform any outstanding contractsin insolvency proceedings. For IP license agreementsthat have not been fully
performed before the insolvency proceedingscommence, itscontinuous performance ortermination will be subject to the
administrator'sdecision pursuantto the procedural stepsoutlined under Article 18.

All insolvency proceedingsneed to be approved and supervised by the courtsin China and the application of Article 18 is
irrespective of the type of insolvency proceedings.

b. What are the laws gov erning the treatment of IP license agreements ininsolvency proceedings?

The treatment of IP licensesismainly governed by the PRC Insolvency Law (Article 18) asoutlined above. Depending on the
specific IP rightsof concemn, the TrademarkLaw, Copyright Law, Patent Law and relevantjudicial interpretationsissued by P RC
Supreme People'sCourt will also need to be considered.

The PRClawis silent asto whetheran Ipso Facto clause (e.g., a clause granting a party the right to unilaterally terminate the
contractin the event of the other party'sbankruptcy) would prevent the administrator from exercising the right to terminate or
continue performance of the outstanding contracts. That said, we came acrosscase precedentswhere the court opined that
bankruptcy lawis a special law and hence prevailsover contract law.

Therefore, if the non-insolvent party exercisesthe terminationright (the soonerthe better) before the administratorisappoirted
underthe PRC law, itisthen in a position to argue that the administrator cannotrequest the continued performance of a
contract that hasalready been terminated. If however, the non-insolvent party doesnot exercise itsterminationrightina timely
manner (which meansthat the contractisstill in force), the court may take the view that only the administrator hasthe rig ht to
terminate the contractdespite the existence of an Ipso Facto clause in the contract.

In practice, there isa time lag betweenthe court'sacceptance of a bankruptcy applicationand the appointment of the
administrator, whichrangesfrom several daysto months.

We also recommend including earliertriggersin the agreement so that termination can be effected at early signsof financial
distress.
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What does this practically mean for a. Doesalicense agreementremainvalid during aninsolvencyproceeding?

[ i ! nless the partieshave expressly agreed that the insolvency or bankruptcy of the respective contracting party isa termination
licensors and licensees? Unlessthe partiesh sdl dthatth | bankruptcy of th t tract ryisat t
eventorthe administrator decidesto terminate the same, the license agreementremainsvalid during an insolvency proceeding.

As mentioned earlier, the administrator hasthe right to decide to terminate or continue to perform an outstanding license
agreement. However, the administrator hasthe obligation under Article 18 of the PRC Insolvency Law to informthe other party
of the decision withintwo monthsafterthe court acceptsthe bankruptcy application. If the administrator doesnot do so, or does
not respond within 30 daysto the other party's enquiry asto performance ortermination, the license agreementwill be deeme d
asterminated. If the administrator electsto continue the performance of the outstandingagreement, the other party isentitled to
request the administrator to provide security. Where the administrator failsto provide security, the contractisdeemedtobe
terminated. A claim fordamages (if any) resulting from the termination can be filed with the administrator asan unsecured claim.

b. Isthe trustee or receiver obliged to perform the obligations under alicense agreement?

The administrator needsto perform the obligationsonly ifit decidesto continueto perform the license agreement. In the co ntext
of China where onshore entitiesare usually the licensees, thismeansthat the licensorisrequired underthe PRC Insolvency
Lawto continue to perform the agreement in the event that the administrator of the licensee decidesto perform the license
agreement, exceptwhere the licensor exercisesthe terminationright asallowed under the license agreementpriorto the
appointmentof administrator for the licensee.

c. Whatcanalicenseedo,ifanything, to protectits right to use the licensed IPR?

Unfortunately, since the administratorin bankruptcy hasthe right to decide whetherto terminate or continueto perform a li cense
agreement, there are limited meansavailableto a licensee to protectitsright to use the licensed IPRif the licensorisin solvent.

Under PRC law, without expressagreement betweenthe parties, the assignment or transfer of licensed trademarksdoes not
affect the validity of any license grantedin respect of the assigned marks. Fora trademarklicensee, having such an express
provision in the license agreement may be helpful.

In addition,we would also suggest recording trademarkand patent license agreementsfor such PRC registered IPs with the
National IP Administration. Such a recording can be relied on against bona fide third partiesin the event that thelicensor
transfers or licensesthe IPs to third parties..
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d. Can alicensorpreventatrustee orreceiverfrom selling or transferring the insolventlicensee's rights under a
license agreement?

Unless there are agreed provisionsin the license agreementprohibiting the sale ortransfer of the licensee'srights, the li censor
isunable to prevent the administrator from doing so. The license agreementshould provide forthe automatic termination of the
license agreementin the event of insolvency of the licensee.

No.

Yes. The transfer of the licensed IPR to a third party may be declared invalid by the courtif the transferischallenged. For
example, ifa company transferred licensed IPR to a third party within one year preceding the PRC court'sacceptance of
bankruptcy application, the transfer may be revoked by the courtifithasno consideration oriscarried out ata markedly
unreasonable price.Meanwhile, if the transferismade in violation of a contractual restriction against the transfer/assignm ent of
the license IPR during the license term, it may also lead to a claim for breach of contract. A claim fordamagesneedsto be filed
as an unsecured bankruptcy claim in the insolvency proceedingsforthe insolvent licensor.
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What does the applicable law provide
regarding the treatment of IP license
agreements in insolvency proceedings in
Hong Kong?

Are contractual provisions automatically
terminating licenses (and distribution
agreements) or automatically transferring
licensed IPR to the licensee by virtue of
an act of insolvency valid and
enforceable, having regard to anti-
deprivation rules?

a. What are the general principles of the treatment of IP license agreements ininsolvency proceedings? Is there a
difference depending on the type of proceeding (e.g., a court-appointed receiv ership, a bankruptcy, a
restructuring, etc.)?

UnderHong Kong law, all the property to whichthe insolvent company isorappearsto be entitled qualify asassets in the
insolvency proceedings. "Property"includesobligationsarising out of chosesin action. IP license agreementsare thussubje ct
to insolvency proceedingsand are dealtwith asassets or liabilitiesof the insolventcompany in accordance with general
insolvency rules. Thisisirrespective of the type of insolvency proceduresin question.

The insolvency proceduresavailable to windup a company in Hong Kongare: (i) members voluntary liquidation, (ii) creditors'
voluntary liquidation and (iii) compulsory liquidation. Allthese optionsinvolve the appointmentof liquidator. A receiver o ver
assets of the company may be appointed pursuantto a debenture or contract oran application to the court. There isno formal
corporate rescue process in Hong Kong'sinsolvency regime.

b. What are the laws gov erning the treatment of IP license agreements ininsolvency proceedings?

The principal legislation in Hong Kong relating to corporate insolvenciesisthe Companies(Winding Up and Miscellaneous
Provisions) Ordinance (Cap. 32) (CWUMPO), which issupplemented by the Companies (Winding Up) Rules(Cap. 32H). Some
provisionsof the Bankruptcy Ordinance (Cap. 6) also apply to corporate insolvenciesin Hong Kong. However, the
aforementioned legislationdoesnot specifically provide for the treatment of IP license agreementsin insolvency proceedings.
The treatment of IP license agreementsin insolvency proceedingslargely dependson the contractual provisionsand the
common law.

In principle, contractual provisionsautomatically terminating the license agreement in the event of insolvency are generally valid
and enforceable.

However, contractual provisionsautomatically transferringlicensed IPR to the licensee in the eventofinsolvency of the licensor
may not be valid and enforceablein view of the commonlaw rule of anti-deprivationthat isapplicablein Hong Kong. Underthe
anti-deprivation rule, any contractual provisiondesigned to remove from the insolvent company assets otherwise held at the
commencementofwinding-up — therefore depriving creditorsof the assets in question —isgenerally invalid.
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What does this practically mean for a. Doesalicense agreementremainvalid during aninsolvencyproceeding?

licensors and licensees? Subjectto any automatic termination clause on the ground of insolvency inthe license agreement, the license agreement
remainsvalid.

However, the liquidatorisin a positionto decide whetherto continue with the IP license agreement orto terminateit (if
contractually allowed) orapply to the court to disclaim thelicense agreementon the basisthat it amountsto "onerousprope rty"
underthe CWUMPO.

b. Isthe trustee or receiver obliged to perform the obligations under alicense agreement?
In a winding up, the person in charge will be the liquidator.

The liguidator may, with the leave of the court and within 12 monthsof the date of the commencement of the winding up,
exercise the powerto disclaim "onerousproperty,” which includes"unprofitable contracts." Forexample, where the IP right-
holder hascontractual obligationsto maintain ordevelop a copyright or patentinaccordance with a pre -existing license, orhas
to spend on ongoing registration and other expensesto preserve the value of a patent ortrademark, the IP license agreement
could become "onerousproperty" that the liquidatorisentitled to disclaim.

c. Whatcanalicenseedo,ifanything, to protectits right to use the licensed IPR?

The licensee may try to protect its right to use the licensed IPR by carefully drafting the license agreement, for example,
by providing that there is no automatic termination in the event of insolvency of the licensor. However, there is no
watertight solution for the licensee to protect its rights to use the licensed IPR against insolvency of the licensor because
the liguidator may apply for the disclaimer of onerous property, which cannot be disavowed by contract. The licensee has
limited control.

d. Can alicensorpreventatrustee orreceiverfrom selling or transferring the insolventlicensee's rights under a
license agreement?

As mentioned,in a windingup, the person in charge will be the liquidator.
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Ifthe IPR clearly belongsto the licensorbased on the license agreement andisclearly identified and segregated from the
assets of the insolventlicensee, the licensor may claim a proprietary right overthe IPR and, if successful, it must be retu rned to
the licensorand will not form part of the insolvent licensee'sestate in the windingup. Thelicense agreementshould also
provide forthe automatic termination of the license agreementin the eventofinsolvency of the licensee.

No.

Yes. The liquidatorisempoweredto investigate the affairsof the insolvent company and seekredress from the court where it
considers that assets belonging to the insolvent company have beendissipated. There isclaw-backrisk that the transfer may be
subjectto challenge and the transfer may be set aside such that the third party may have to transfer back the licensed IPRto
the respective party of the license agreement.
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What does the applicable law provide a. What are the general principles of the treatment of IP license agreements ininsolvency proceedings? Is there a
regarding the treatment of IP license difference depending on the type of proceeding (e.g., a court-appointed receiv ership, a bankruptcy, a

.. . restructuring, etc.)?
agreements in insolvency proceedings

in Japan’) In Japan, there are fourtypes of insolvency proceedings. bankruptcy proceedings, civil rehabilitation proceedings, corporate

reorganization proceedingsand special liquidation proceedings(collectively “Insolvency Proceedings").
Generally, contractual claimsof a debtor who entersinto Insolvency Proceedingswill constitute part of theirinsolvency assets.
Bankruptcy, civil rehabilitation and corporate reorganization:

If the obligationsof both the insolvent company and the counterparty underan IP license agreementhave not beenfully
performed at the time of the commencement of the Insolvency Proceedings, a trustee (in the case of bankruptcy proceedings
and corporate reorganization proceedings) ora debtor-in-possession (in the case of civil rehabilitation proceedings) may choos
to eitherterminate or perform such an IP license agreement.

However, in the case of a licensor'sinsolvency, the trustee orthe licensor cannot terminate the IP license agreement aslong as
alicensee may legally assertits license against third parties.
Special liquidation:

In a special liquidation proceeding, a liquidatordoesnot have the right to choose to terminate or perform the IP license
agreement. Accordingly, the liquidator and the debtor must perform their respective obligationsin line with their dutiesor
obligationspursuant to the IP license agreement.

b. What are the laws gov erning the treatment of IP license agreements ininsolvency proceedings?

Articles53(1) and 56(1) of the Bankruptcy Act, articles49(1) and 51 of the Civil Rehabilitation Act, and articles61(1) and 63 of
the Corporate Reorganization Act provide the ruleson the treatment of agreementsin the case of insolvency described in our
description above.
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Are contractual provisions automatically No, such contractual provisionswould not be enforceable.

terminating licenses (and distribution In relation to civil rehabilitation proceedingsand corporate reorganization proceedings, there are some court cases that have
agreements) or automatically transferring determinedthat provisionsthat terminate provisions(such as licenses) triggered by insolvency events(e.g., where a petitio nfor
licensed IPR to the licensee by virtue of an Insolvency Proceedingisfiled, the Insolvency Proceedingiscommenced orthe cause of Insolvency Proceeding arises) are

. . not enforceable.
e Th stablished rt th f bility of such a cl in bankrupt di H itislikely that
p . ere are no established court caseson the enforceability of such a clause in bankruptcy proceedings. However, itislikely tha
enforceqble, havlng regard to anti the same interpretation asthose shown in the above court cases would apply. That being said, in many cases, the trustee does
deprivation rules? not challenge the termination of contracts, because the debtor (and all contracts) isliquidated uponthe completion of the
bankruptcy case in any eventand itisoften not worthwhile challenging the termination of unnecessary contracts.

In addition, transfersof IPR under a provision that automatically transfersthe IPR to the licensee when insolvency eventso ccur
may be voided orcancelledin the Insolvency Proceedings. Thisisbecause such transfer damagesinsolvency assets and
harms the interestsof creditors.

What does this practically mean for a. Doesalicense agreementremainvalidduringaninsolvencyproceeding?

i i f es, unlessthe license agreementisterminated by a trustee ora debtor-in-possession. Please see our answer to question
licensors and licensees? Y lessthe | tist ted by a trust debt PI t st
above on the general overview of insolvency for more detail.

b. Isthe trustee or receiver obliged to perform the obligations under alicense agreement?

Yes, unless the license agreementisterminated by a trustee ora debtor-in-possession. Please see our answer to question
above on the general overview of insolvency for more detail.

c. Whatcanalicenseedo,ifanything, to protectits right to use the licensed IPR?
Thiswill depend on the type of IP involved.

Where a licensee may legally assertitslicense against any third parties, the licensor cannot terminatethe IP license agree ment
and, therefore, the licensee may continue to use the licensed IPR even after the commencement of the Insolvency Proceedings
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What does this practically mean for Trademark:

licensors and licensees? To assert atrademarklicense against third parties, the license needsto be registered at the Japan Patent Office (JPO).
Therefore, the licensee can protect theright to use the licensed trademarkby recording the license with the JPO.

Patentrights, utility model rights and design patent rights:

The licensee of patent rights, utility model rightsand design patentrightsmay assert the license even if the license isnot
registered. In thissense, a licensee of these rightswould generally be protected without any special action.

Copyright:

The Japanese Copyright Actdoesnot provide a system for the licensee to assert itslicense against third parties. Therefore, the
licensee cannot preventthe licensor from terminating the copyrightlicense agreement.

Escrow arrangementsare often used for software, and Insolvency Proceedingscan be used as a triggerto release the source
code to the licensee.

d. Can alicensorpreventatrustee orreceiver from selling or transferring the insolventlicensee's rights under a
license agreement?

Yes, the licensor can prevent a trustee or debtor-in-possession from selling or transferring the license by refusing consent to the
transfer or prohibiting the transferin the course of the business transfer orcompany splitin the license agreement.

Intellectual property lawsin Japan (includingthe Patent Act, Trademark Act, Copyright Act, Utility Model Act and Design Act)
generally require a licensor'sconsent to sell ortransfer the license of the IPR to third parties. Thisconsentrequirementis
unaffected by the commencement of Insolvency Proceedings.

However, the transfer of the license of patentrights, utility model rightsand design patentrightsisallowed without a licensor's
consentwhere the license istransferred in conjunctionwith the transfer of the businessrelating to the IPR oras a result of
general successions (e.g., company split). A transfer of the license of trademarkrightsisalso allowed without the licensor's
consentin the case of general successions.

Thatbeing said, the licensor may prevent a trustee from transferring the licensesin the course of a business transfer or
company split by including contractual provisionsthat allow the licensor to terminate the license agreementinthe event of a
business transfer or company split.
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Yes. Please see ouranswer above, regarding the registration of licenseswith the JPO.

Yes. Thereisarisk thatthe transfermay be contested and that the third -party beneficiary may have to transferthe licensed IPR
backto the respective party.

In Insolvency Proceedings, a trustee, a supervisor of a debtor-in-possession, or a liquidator (collectively, "Trustees") may void
or cancel the transfer of IPR as a fraudulent transfer where the transferisconducted: (i) afterthe suspension of payments or
filing forany of the Insolvency Proceedingsand the beneficiary wasaware of both the occurrence of the suspension of
paymentsand the fact that the transferharmed the interestsof creditors; (i) by the licensor and beneficiary while knowing that
the transfer harmsthe interests of creditors; or (iii) after or within six monthspriorto the suspension of paymentsorfiling forany
of the Insolvency Proceedingswith no consideration. Trusteesmay also void or cancel the transfer of IPR as a preference
where the transfer was conducted asa payment foran existing claim: (i) after the licensor became unable to pay debtsorfil ed
for any Insolvency Proceedingsand the beneficiary wasaware of such event; or (ii) within 30 daysbefore the debtorbecame
unable to pay debts, despite the fact that the licensor was not obligatedto do so and the beneficiary wasaware that the tra nsfer
harmed the interestsof other creditors.
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a. What are the general principles of the treatment of IP license agreements ininsolvency proceedings? Is there a
difference depending on the type of proceeding (e.g., a court-appointed receiv ership, a bankruptcy, a
restructuring, etc.)?

The Insolvency, Restructuring and Dissolution Act doesnot expressly provide forthe treatment of IP rights, including IP license
agreements, during insolvency proceedings.

The contractual provisionsof the individual license agreement, aswell asprovisionsin the Insolvency, Restructuring and
Dissolution Act relatingto contractsand property in general, will apply.

b. What are the laws gov erning the treatment of IP license agreements ininsolvency proceedings?

The relevant provisionsin the Insolvency, Restructuring and Dissolution Act, applying to allagreements, including IP license
agreements, are as follows:

L] Where a contract hasbeen made with a company thatissubsequently placed under judicialmanagement or subsequently
goesinto insolventliquidation, the Singapore court may, on the application of any other party to the contract, make an
orderdischarging obligationsunderthe contract on such termsas to payment by the applicant orthe company of damages
for non performance or otherwise asappears to the court to be equitable.

. A judicial manager orliquidator may, by giving the prescribed notice to creditorsand the official receiver, disclaim any
onerousproperty, which includesany unprofitable contract, and any other property thatisunsaleable or not readily
saleable.

Contractual provisionsautomatically terminating licensesupon the insolvency of the licensor or licensee are fairly common a nd
generally enforceable.

However, contractual provisionsautomatically transferringlicensed IPRto a licensee in the event of the licensor'sinsolven cy
are likely to be void for contravening public policy, pursuant to anti-deprivationrules. Thisisbecause these provisionsare likely
to be deemed to be mechanismsdesigned to remove assets from the insolvent company'sestate. It may also be deemed asa
transaction at an undervalue pursuant to the Insolvency, Restructuring and Dissolution Act, subjectto whetherthe licensee
provided consideration foracquiringthe IPR, and the relevant statutory conditions, such as whetherthe licensor entered intothe
transaction in good faith and forthe purpose of carrying on itsbusiness.
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What does this practically mean for a. Doesalicense agreementremainvalid during aninsolvency proceeding?

licensors and licensees? Generally yes, subject to contractual provisions (such as those stipulating insolvency asan event of termination) and subject to
the license agreement being disclaimed by the judicial manager orliquidator, or discharged by the court.

b. Isthe trustee or receiver obliged to perform the obligations under alicense agreement?

Generally yes, subject to contractual provisions(such as those stipulating insolvency asan event of termination and anti-
assignment provisions) and subject to the license agreement being disclaimed by the judicial manager or liquidator, or
discharged by the court, until the underlying IPRisdisposed of during the liquidation process.

c. Whatcanalicenseedo,ifanything, to protectits right to use the licensed IPR?

In the case of trademarks, a licensee should record the license in the trademarkregister, so that the world atlarge isdeem ed to
have notice of the license. The license to use the registered trademarkwill thenbe binding on every successor intitle to the
grantor'sinterest, unlessthe license providesotherwise.

A licensee with sufficient bargaining power can request to contract with IP holding companieswith little or no tradingorbusiness
activities, so that liabilitiesare ringfenced and there isconsequently a lowerriskof insolvency.
Otherwise, the licensee may seekto acquire the underlying IPR during the liquidation process.

d. Can alicensorpreventatrustee orreceiverfrom selling or transferring the insolventlicensee's rights under a
license agreement?

Practically,the licensor can build in contractual safeguardsto pre-empt such a situation, such asproviding forthe licensee's

insolvency asa terminationevent.

Are there differences regarding Generally no, since the underlying statute, the Insolvency, Restructuring and Dissolution Act, doesnot distinguish betweenthe

: : treatment of different typesofintellectual property, and instead definesproperty generally asincluding: (&) money, goods, things
tra(_jemark’ COpy”th and patent licenses, in action, landand every description of property, wherever situated;and (b) obligationsand every description of interest,
noting any exceptions, e.g., mandatory whether present or future or vested or contingent, arising out of orincidental to property.

licensing or standard essential patents?

Is there arisk in transferring licensed IPR RS the transfer of the IPR leading up to insolvency proceedingsmay fall afoul of anti-avoidance provisionsifitisdeemed asa
to a third party in anticipation ofan transaction at an undervalue or an unfair preference transaction.

insolvency?
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If you are currently navigating IP license arrangements and relationships in these financially turbulent times, we provide some guidance on what to
consider wherever you are in the license process.

General considerations
for negotiating licenses

Special negotiating
considerations for

licensees

Guarantee: Seeka parent company or directors personal guarantee of the counterparty'sobligationsunderthe license

"Vital signs" termination options: Provide termination optionswhich are triggered by early signsof distress, ratherthan on bankruptcy filing
itself

Bullet payment: Mandate a "bullet payment" to be made at the end of the license period,to deterthe insolvent counterparty from exercising
early terminationrights

Scope to renegotiate: Include provisionsproviding for an obligationto renegotiate the agreement if itsperformance becomesexcessively
onerousfor due to unforeseeable events

Permitted transfers are subjectto the license: Include clausesin the license which stipulate that any permitted transfer of the rightsby the
licensorissubjectto the license

Limited termination options: Seekto limit any contractual rightsof the licensor to terminate the license, including on insolvency of either party

Pre-emption right: Include in the license a pre-emption right or an optionforthe licensee to buy the IP, exercisable on certain pre -insolvency
eventssuch as failure to pay renewal feesforthe IP

Perpetual, royalty-free license: Include clausesin the license such thatif the licensor becomesinsolvent, the license will become perpetual
and royalty-free (suitable where the license isto rightscreated fora particularbusiness, e.g., customized software)

Escrow: Use an escrow arrangement,underwhichthe licensorassignsthe licensed IP to an escrow agent, forthe escrow agentto hold on
trust. Per the arrangement, the escrow agent would transferthe IP to the licensee on the insolvency of the licensor. More co mmon in software
licenses

First refusal: Aright of first refusal, to allow the licensee the opportunity to acquire the licensed IPRifitisforsale, could be included inthe
agreement

Usufruct: Obtain grant of usufructin the IPR, if available under applicable law, to secure rightsto use IPR in the event of insolve ncy
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Maintaining licenses . Recordal: Where possible the licensee should record itsinterest with the appropriate intellectual property office oragency. A licen se thatis
registered in thisway will be bindingon any successor in title to IPR and may help thelicensee preserve itsrightsto use the IPR underthe
license in the event of the licensee'sinsolvency orif the IPRistransferred.

= Security interest: Take a security interest overthe IP. The registration of the security interest on the relevant IP or Corporate registermay
have the effect of putting a new licensee or buyer on notice of the existinglicense, and dissuade them from engaging with th e trustee in breach
of the disclosed license

Acquiring IPR = Fair value: The acquirer should ensure that a fair value hasbeen paid for the assets through propervaluation
= Inv estigate purpose of transaction: In order to protect against subsequent claims, the acquiring party should seekconfirmation from the
disposing party that the purpose of the transaction isnot to deprive creditors claimsto the assets in the transaction
. Inv estigate financial standing of seller: The acquirer should also confirmthat the transferitself doesnot cause the sellerto become
insolvent.
In active bankruptcy = Early consideration of options: The trustee and insolvent party should consider optionsto affirm orwithdraw from licensesas soon as

possible afterthe petition, because in some jurisdictionsthese rightsmay lapse if they are not exercised withina fixed pe riod.

proceedings

= Interim measures: The solvent counterparty should promptly engage in negotiationswith the trustee to considerinterim arrangementswith the
aim of preserving the statusquo during the insolvency proceeding.

= Security for performance: If the insolvent party affrmsthe license agreement, request security to guarantee performanceif such aremedyis
available underlocalrules.
= Damages action: If the licensororits trustee reject the license pursuant to rightsunder the bankruptcy, consideran actionfordamages, if

available underlocalrules. Even if successful, the licensee may not be ableto recoverthe fullamount of damages, asthe damagesaward
would likely constitute an unsecured claimin the bankruptcy.

For specific assistance with your IP license arrangements and queries please contact any of our IP specialists.
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Bankruptcy
Copyright

Intellectual
Property Right

In the intellectual property context,an assignment typically refers
to the transfer of an entire intellectual property right from one party
(the assignor) to another (the assignee).

A legal proceedingthat allowsa party who isdealing with debt
problemsto seek relief from some orall of itsdebtsor enablesthe
party to restructure its debts.

An intellectual property right that protectscreative works, such as
musical pieces, films, paintings, and literary works.

A party to whom a debtisowed.

An obligationthat requiresone party to pay another party money
or some otherasset.

A party who owes anothera debt.

The status of being unable to satisfy debtsowed, ora person or
entity with such status.

A transferable right protecting an intellectual creation, thatgives
the holderof the right to exclude othersfrom using that creation.
Intellectual property rightscome in many forms, such as
copyrights, patents, and tradematrks. In some cases, the owner of
intellectual property right must apply for and registerthe rightin
orderto obtain protection.
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In the intellectual property context, a license typically refersto a
limited grant by the owner of an intellectual property right (or by
someone who themselvesholdsa license to an intellectual
property right) to do something that would otherwise be restricted
by virtue of the intellectual property right. The party conferring the
license iscalled the licensor, and the party obtaining rightsunder
the license isthe licensee. A license may either be exclusive -
which meansthat the licensee isthe only party who may exercise
the rightsconferred by the license - or non-exclusive.

A process by which an insolvent party ceasesto operate orexist
and itsassets are distributed to itscreditors. Liquidation may also
referto the conversion of non-cash assets into cash (e.g., through
the sale of the non-cash assets).

An intellectual property right thatprotectsan inventionfor a fixed
term.

Anintellectual property right thatprotectssignsthat are identified
with products (or services) in the mindsof consumers. Some
common examplesof trademarksinclude brand names, logos, and
slogans.

Whilst definitionsvary between jurisdictions, a trade secretis
generally regarded asinformation whichissecret, and has
commercial value due to thissecrecy, and reasonable steps have
been taken by the ownerto ensure this secrecy. Trade secrets are
generally protected without registration or procedural formality.

Anindividual or entity appointed ina bankruptcy proceedings
charged with administering the bankruptcy estate to protect the
interests of creditors.
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Your Counsel of Choice for IP

2009 -2020 2020
BAND 1 GLOBAL IP
FOR IP FIRM OF THE

YEAR

Chambers Managing IP

Global

A Leading IP Practice

A Truly Global IP Practice

Baker McKenzie understandsthat successful
management acrossthe full lifecycle of IP assets
enhancesthe value of a company'sbrand by
identifyingrisks well ahead of time and providing a
strategic overview of potential opportunitiesto
increase value through a clear commercial strategy.
We have nearly 60 yearsof IP excellenceand
650,000 trademarkrecords under our management,
over 200 of the world's largest brand ownerstrust us
with theirglobal portfolios.

OF THE YEAR

Trademark Review

2020 2009 -2020 2020
INTERNATIONAL IP MOST
REPRESENTED
FIRMIN WTR 1000 LEADERS
IAM Patent & World World World IP
Trademark Review
Review

With Local Strength

We are 400 IP lawyers strong in 40 countries Over
100 of our IP lawyersare individually ranked in 95%
of the markets in which we operate, givingus
unrivalled local strength and depth, coupled with our
global coverage. We are where you need us.
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50+ LAWYERS
NAMED AS WIPR

BAND 1 for IP by Chamber Global for 12 consecutive years

TOP TIER IP FIRM TOP TIER IP FIRM

IN APAC, EMEA IN APAC, EMEA
AND LATAM AND LATAM
Legal 500 IAM Patent

And Seamless Collaboration

The longevity and team workof ourglobal team of
IP practitionersisour core strength. We have a
heritage of collaboration worldwide. Clients
commentthatit feelslike they are dealingwith one
virtual office ratherthan separate jurisdictions. We
move as one to address your needsand drive you
forward.
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Regional Awards

North America

2020
Americas Firm of the Year
Managing IP

2020
10 NA lawy ers rankedin WTR 1000
World Trademark Review

2020
4 NA lawy ers ranked as WIPR Leaders
World IP Review

2020

US/National Silver Ranking
World Trade Review

2020
Band 1 for TMT in Latin America
Band 1 for IP in Colombia and Peru
Chambers Latin America

2020
Americas Firm of the Year
Managing IP
2020
Tier 1 in Peru
Legal 500 Latin America
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EMEA

2020
Band 1 for IP Czech Republic , Poland,
Russia & Ukraine
Chambers Europe

2020
Gold for IP in Poland, Russia,
Ukraine & UK
World Trademark Review

2020
20 EMEA lawy ers ranked as WIPR
Leaders
World IP Review

2020
Tier 1 for IP: France, Switzerland, Czech
Republic , Poland, Russia, Ukraine
Tier 1 for IP Copyright: Spain
Legal 500

Asia Pacific

2010 -2020
Band 1forIP
Chamber Asia Pacific
2020
Indonesia IP Firm of the Year
Taiwan IP Firm of the Y ear
Global IP Awards
2020
International Trademarks Firm of the
Yearfor 10 years
Trademarks Firm of the year: China,
Indonesia & Vietnam
Copy right Firm of the Year: Singapore
Asia IP Awards

"Outstanding global powerhouse with a
distinguished IP team, particularly well
known forits work in trademark
registration and enforcement. A market
leaderin the Asia-Pacific regionand
highly regardedforitsEuropean
presence, complemented by strong
coverage in the USA. Adept at handling
anti-counterfeiting and copyright matters,
as well as patent enforcement and
management”

Chambers Global

"They are excellent. They are alwaysresponsive
and have a deep understanding of ourneeds
and requirements. Theirinternational platform
and ability to getlocal opinionsvery quicky is
very impressive."

Chambers Europe

"Baker McKenzie givesyou accessto a one-
stop shop thatyou can trust to handle
trademarkissues anywhere in the world — you
getan extensive and highly qualified network of
professionalsatfingertips."

Chambers USA

"They have a business-minded teamthat does

not limititself to providing technical knowledge

(with) preparation, experience, professionalism,
efficacy and efficiency."

Chambers Latin America

Baker McKenzie ispraised forits"down-to-
earth, practical approach, skill in providing
comprehensive assessments and finalizing
agreements, and forward-looking agreements,
really accurate riskcalculation capability".

Chambers Asia Pacific
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